
When the owner of intellectual property learns 
that its intellectual property rights have been 
violated and evaluates whether to enforce its 
rights, the owner must consider the various 
remedies available to it, both in court and out of 
court.  While an out of court settlement may be 
less costly than a lawsuit and potentially reap a 
beneficial monetary settlement amount, there are 
in-court remedies that one cannot get out of 
court.  In this issue of Dicta, the first of three 
addressing remedies, we address federal civil 
trademark remedies. 

Trademark infringement occurs when one party 
uses a trademark that is confusingly similar to 
that of another party for related goods or ser-
vices and such use is likely to cause consumer 
confusion as to the source or sponsorship of 
those goods or services.  When a wronged party 
seeks to enforce its rights against an infringer, 
that party can choose to either enforce its rights 
in or out of court.  Due to the high cost of litiga-
tion, many parties choose to explore an out of 
court resolution—typically in the form of a set-
tlement agreement.  However, pursuing an ac-
tion in court provides the wronged party with 
certain remedies it otherwise would not have 
available to it out of court.  Seeking such reme-
dies may pay off, but they are not guaranteed, 
and the burden of proof may be high in some 
cases.1    

Injunctive Relief 

The most common remedy for trademark in-
fringement is injunctive relief.  Injunctions are 
court orders commanding that the infringer im-
mediately cease its unlawful activities.  Injunc-
tions address future conduct rather than past 
actions.  In general, injunctions are granted upon 
a showing that the wronged party suffered an 

irreparable injury and that there is no remedy at 
law (e.g. money damages) that can fully com-
pensate the wronged party for the injury suf-
fered.  In the trademark context, injunctions 
protect the exclusivity of trademark rights be-
cause they typically order the infringer to stop 
using a trademark that it was not entitled to use.  
Injunctions are the preferred remedy in trade-
mark cases because monetary damages can be 
speculative when trademark violations occur.   

Although proof of irreparable harm is necessary 
before an injunction will be granted, it is pre-
sumed if the wronged party proves likelihood 
of confusion between its trademark and the 
trademark used by the infringer.  The court also 
has the discretion to order the infringer to take 
affirmative measures to help dispel confusion, 
such as corrective advertising or publication of 
a disclaimer to prevent any perception of a con-
nection with the legitimate trademark owner.   

Monetary Relief 

There are a variety of monetary awards that a 
wronged party can seek to recover in a trade-
mark lawsuit including actual damages, the 
costs of the action, the infringer’s profits, and 
in some cases, attorneys’ fees.  Each is ad-
dressed below. 

Actual Damages 

The purpose of awarding actual damages to the 
wronged party is to restore the trademark 
owner back to where the owner would have 
been prior to the act of infringement.  Actual 
damages are measured by any direct injury the 
wronged party can prove that resulted from the 
infringement (e.g. lost profits the wronged 
party would have earned but for the infringe-
ment).  The court has the discretion to award up 
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to three times the actual damages as the 
situation may warrant.   

Infringer’s Profits 

The purpose of awarding infringer’s profits 
is to deprive the infringer of profits that 
exceed the wronged party’s own losses and 
profits and that resulted from the infringing 
activities.   The wronged party needs to 
prove the infringer’s gross sales attribut-
able to the infringing activities (sales from 
non-infringing activities cannot be consid-
ered) and then it is up to the infringer to 
reduce that amount based on overhead and 
expense deductions.  The court has the 
discretion to increase or decrease the 
award as may be just.   

Costs of the Lawsuit / Attorneys’ Fees 

The costs of the lawsuit include all of the 
court-related filing fees, but do not neces-
sarily include attorneys’ fees.  Attorneys’ 
fees are reserved for “exceptional” cases 
such as acts of willful infringement – 
where the infringer knowingly infringed – 
and only reasonable attorneys’ fees will be 
awarded (the number of hours reasonably 
expended on the litigation multiplied by a 
reasonable hourly rate).  The party seeking 
attorneys’ fees has the burden of proving 
that its request is reasonable.    

Special Case:  Remedies Involving Coun-
terfeit Trademarks 

The remedies available in lawsuits involv-
ing counterfeit trademarks are more severe 
than those discussed above, but the caveat 
is that the wronged party’s trademark must 
be registered with the PTO prior to the    
act(s) of counterfeiting.   A wronged party 
can be granted an injunction, but the mone-
tary remedies available in a counterfeit 
case far exceed what is available for regu-
lar trademark infringement.  In a counter-
feiting case, the wronged party can seek 
either actual damages or the infringer’s 
profits, whichever is greater, and the court 
will award three times that amount and 
grant reasonable attorneys’ fees on top of 
that.   

An enticing alternative is to elect statutory 
damages.  Statutory damages are set by 
Congress and currently allow for recovery 
in the amount of $1,000 to $200,000 per 
counterfeit trademark per type of goods or 
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services sold, offered for sale, or distributed.  If the 
court finds that the use of the counterfeit mark was 
willful, then the statutory award can be as high as 
$2,000,000 per instance. 

In addition to the above, the court may order that the 
counterfeit goods be seized and destroyed.   

Conclusion 

While in-court remedies appear enticing, a potential 
plaintiff needs to be aware of litigation costs and the 
burdens of proof required in court to ultimately win a 
case and be granted the remedies it seeks.  Similarly, 
in out of court settlement, the wronged party needs to 
be aware that the potential back-and-forth between 
attorneys for both parties can get costly with no cer-
tainty of an agreed upon remedy.  Seeking remedies 
in or out of court has pros and cons that need to be 
weighed on a case-by-case basis. 

 

Endnotes 

1. A federal registration makes it easier to obtain 
the remedies sought, because the registration 
provides an automatic right to sue in federal 
court, is prima facie evidence of the validity of 
the registered mark and the wronged party’s 
ownership of the mark, and, if the trademark 
owner uses the ® symbol, such notice helps in 
obtaining damages for willful infringement. 

2. Federal law defines counterfeit trademark in-
fringement as the intentional use in commerce of 
a counterfeit of a federally registered trademark 
in connection with the sale, offering for sale, or 
distribution of goods or services with knowledge 
that the trademark is counterfeit.   


	Dunner Law PLLC

	Dunner Law PLLC, 3243 P Street, N.W., Washington, D.C. 20007
202-298-6002, www.dunnerlaw.com

	Dunner Law Dicta

	March 10, 2010

	Volume 3, Issue 2

	Page #

	Dunner Law Dicta



<<

  /ASCII85EncodePages false

  /AllowTransparency false

  /AutoPositionEPSFiles true

  /AutoRotatePages /None

  /Binding /Left

  /CalGrayProfile (Dot Gain 20%)

  /CalRGBProfile (sRGB IEC61966-2.1)

  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)

  /sRGBProfile (sRGB IEC61966-2.1)

  /CannotEmbedFontPolicy /Error

  /CompatibilityLevel 1.4

  /CompressObjects /Tags

  /CompressPages true

  /ConvertImagesToIndexed true

  /PassThroughJPEGImages true

  /CreateJobTicket false

  /DefaultRenderingIntent /Default

  /DetectBlends true

  /DetectCurves 0.0000

  /ColorConversionStrategy /CMYK

  /DoThumbnails false

  /EmbedAllFonts true

  /EmbedOpenType false

  /ParseICCProfilesInComments true

  /EmbedJobOptions true

  /DSCReportingLevel 0

  /EmitDSCWarnings false

  /EndPage -1

  /ImageMemory 1048576

  /LockDistillerParams false

  /MaxSubsetPct 100

  /Optimize true

  /OPM 1

  /ParseDSCComments true

  /ParseDSCCommentsForDocInfo true

  /PreserveCopyPage true

  /PreserveDICMYKValues true

  /PreserveEPSInfo true

  /PreserveFlatness true

  /PreserveHalftoneInfo false

  /PreserveOPIComments true

  /PreserveOverprintSettings true

  /StartPage 1

  /SubsetFonts true

  /TransferFunctionInfo /Apply

  /UCRandBGInfo /Preserve

  /UsePrologue false

  /ColorSettingsFile ()

  /AlwaysEmbed [ true

  ]

  /NeverEmbed [ true

  ]

  /AntiAliasColorImages false

  /CropColorImages true

  /ColorImageMinResolution 300

  /ColorImageMinResolutionPolicy /OK

  /DownsampleColorImages true

  /ColorImageDownsampleType /Bicubic

  /ColorImageResolution 300

  /ColorImageDepth -1

  /ColorImageMinDownsampleDepth 1

  /ColorImageDownsampleThreshold 1.50000

  /EncodeColorImages true

  /ColorImageFilter /DCTEncode

  /AutoFilterColorImages true

  /ColorImageAutoFilterStrategy /JPEG

  /ColorACSImageDict <<

    /QFactor 0.15

    /HSamples [1 1 1 1] /VSamples [1 1 1 1]

  >>

  /ColorImageDict <<

    /QFactor 0.15

    /HSamples [1 1 1 1] /VSamples [1 1 1 1]

  >>

  /JPEG2000ColorACSImageDict <<

    /TileWidth 256

    /TileHeight 256

    /Quality 30

  >>

  /JPEG2000ColorImageDict <<

    /TileWidth 256

    /TileHeight 256

    /Quality 30

  >>

  /AntiAliasGrayImages false

  /CropGrayImages true

  /GrayImageMinResolution 300

  /GrayImageMinResolutionPolicy /OK

  /DownsampleGrayImages true

  /GrayImageDownsampleType /Bicubic

  /GrayImageResolution 300

  /GrayImageDepth -1

  /GrayImageMinDownsampleDepth 2

  /GrayImageDownsampleThreshold 1.50000

  /EncodeGrayImages true

  /GrayImageFilter /DCTEncode

  /AutoFilterGrayImages true

  /GrayImageAutoFilterStrategy /JPEG

  /GrayACSImageDict <<

    /QFactor 0.15

    /HSamples [1 1 1 1] /VSamples [1 1 1 1]

  >>

  /GrayImageDict <<

    /QFactor 0.15

    /HSamples [1 1 1 1] /VSamples [1 1 1 1]

  >>

  /JPEG2000GrayACSImageDict <<

    /TileWidth 256

    /TileHeight 256

    /Quality 30

  >>

  /JPEG2000GrayImageDict <<

    /TileWidth 256

    /TileHeight 256

    /Quality 30

  >>

  /AntiAliasMonoImages false

  /CropMonoImages true

  /MonoImageMinResolution 1200

  /MonoImageMinResolutionPolicy /OK

  /DownsampleMonoImages true

  /MonoImageDownsampleType /Bicubic

  /MonoImageResolution 1200

  /MonoImageDepth -1

  /MonoImageDownsampleThreshold 1.50000

  /EncodeMonoImages true

  /MonoImageFilter /CCITTFaxEncode

  /MonoImageDict <<

    /K -1

  >>

  /AllowPSXObjects false

  /CheckCompliance [

    /None

  ]

  /PDFX1aCheck false

  /PDFX3Check false

  /PDFXCompliantPDFOnly false

  /PDFXNoTrimBoxError true

  /PDFXTrimBoxToMediaBoxOffset [

    0.00000

    0.00000

    0.00000

    0.00000

  ]

  /PDFXSetBleedBoxToMediaBox true

  /PDFXBleedBoxToTrimBoxOffset [

    0.00000

    0.00000

    0.00000

    0.00000

  ]

  /PDFXOutputIntentProfile ()

  /PDFXOutputConditionIdentifier ()

  /PDFXOutputCondition ()

  /PDFXRegistryName ()

  /PDFXTrapped /False



  /CreateJDFFile false

  /Description <<



    /BGR <>

    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000410064006f006200650020005000440046002065876863900275284e8e9ad88d2891cf76845370524d53705237300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>

    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef69069752865bc9ad854c18cea76845370524d5370523786557406300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200035002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>

    /CZE <>

    /DAN <>

    /DEU <>

    /ESP <>

    /ETI <>

    /FRA <>

    /GRE <>



    /HRV (Za stvaranje Adobe PDF dokumenata najpogodnijih za visokokvalitetni ispis prije tiskanja koristite ove postavke.  Stvoreni PDF dokumenti mogu se otvoriti Acrobat i Adobe Reader 5.0 i kasnijim verzijama.)

    /HUN <>

    /ITA <>

    /JPN <FEFF9ad854c18cea306a30d730ea30d730ec30b951fa529b7528002000410064006f0062006500200050004400460020658766f8306e4f5c6210306b4f7f75283057307e305930023053306e8a2d5b9a30674f5c62103055308c305f0020005000440046002030d530a130a430eb306f3001004100630072006f0062006100740020304a30883073002000410064006f00620065002000520065006100640065007200200035002e003000204ee5964d3067958b304f30533068304c3067304d307e305930023053306e8a2d5b9a306b306f30d530a930f330c8306e57cb30818fbc307f304c5fc59808306730593002>

    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020ace0d488c9c80020c2dcd5d80020c778c1c4c5d00020ac00c7a50020c801d569d55c002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200035002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>

    /LTH <>

    /LVI <>

    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken die zijn geoptimaliseerd voor prepress-afdrukken van hoge kwaliteit. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 5.0 en hoger.)

    /NOR <>

    /POL <>

    /PTB <>

    /RUM <>

    /RUS <>

    /SKY <>

    /SLV <>

    /SUO <>

    /SVE <>

    /TUR <>

    /UKR <>

    /ENU (Use these settings to create Adobe PDF documents best suited for high-quality prepress printing.  Created PDF documents can be opened with Acrobat and Adobe Reader 5.0 and later.)

  >>

  /Namespace [

    (Adobe)

    (Common)

    (1.0)

  ]

  /OtherNamespaces [

    <<

      /AsReaderSpreads false

      /CropImagesToFrames true

      /ErrorControl /WarnAndContinue

      /FlattenerIgnoreSpreadOverrides false

      /IncludeGuidesGrids false

      /IncludeNonPrinting false

      /IncludeSlug false

      /Namespace [

        (Adobe)

        (InDesign)

        (4.0)

      ]

      /OmitPlacedBitmaps false

      /OmitPlacedEPS false

      /OmitPlacedPDF false

      /SimulateOverprint /Legacy

    >>

    <<

      /AddBleedMarks false

      /AddColorBars false

      /AddCropMarks false

      /AddPageInfo false

      /AddRegMarks false

      /ConvertColors /ConvertToCMYK

      /DestinationProfileName ()

      /DestinationProfileSelector /DocumentCMYK

      /Downsample16BitImages true

      /FlattenerPreset <<

        /PresetSelector /MediumResolution

      >>

      /FormElements false

      /GenerateStructure false

      /IncludeBookmarks false

      /IncludeHyperlinks false

      /IncludeInteractive false

      /IncludeLayers false

      /IncludeProfiles false

      /MultimediaHandling /UseObjectSettings

      /Namespace [

        (Adobe)

        (CreativeSuite)

        (2.0)

      ]

      /PDFXOutputIntentProfileSelector /DocumentCMYK

      /PreserveEditing true

      /UntaggedCMYKHandling /LeaveUntagged

      /UntaggedRGBHandling /UseDocumentProfile

      /UseDocumentBleed false

    >>

  ]

>> setdistillerparams

<<

  /HWResolution [2400 2400]

  /PageSize [612.000 792.000]

>> setpagedevice



