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As the March 16 implementation date approaches, the U.S. Patent and Trademark Office 

(USPTO) has published final rules of practice and examination guidelines for the first-inventor-

to-file provision of the Leahy-Smith America Invents Act (AIA). 

As highlighted by the USPTO, “The provision, one of the hallmarks of the AIA, is a major step 

towards harmonization of the U.S. patent system with those of the United States’ major trading 

partners, allowing greater consistency in the prosecution and enforcement of U.S. patents.” 

Among a number of other topics, the final examination guidelines detail the agency’s 

interpretation of how the first-inventor-to-file provision alters novelty and obviousness 

determinations for an invention claimed in a patent application. In particular, the agency’s final 

examination guidelines inform the public and patent examiners how the AIA’s changes to the 

novelty provisions of law alter the scope of what is prior art to a claimed invention. 

The guidelines also address the AIA’s new new grace period, which is intended to ensure that the 

patentability of an invention is not defeated by the inventor’s own disclosures, disclosures of 

information obtained from the inventor, or third party disclosures of the same information as the 

inventor’s previous public disclosures. 

The USPTO will provide more information on the first-inventor-to-file final rules and 

examination guidelines at a public training session to be held on Friday March 8, 2013 at the 

USPTO’s headquarters in Alexandria, Virginia.  The training session will be webcast.  Details on 

webcast access will be available on the AIA micro-site at www.uspto.gov/AmericaInventsAct. 
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About Sheldon Mak & Anderson 

At Sheldon Mak & Anderson, we recognize that innovation is your competitive edge – and it 

needs protection. As a full-service intellectual property firm with more than two decades of 

experience, we provide local, regional, national, and international legal services in the following 

areas: patents, trademarks, copyrights, trade secrets, IP litigation, international patent and 

trademark prosecution, licensing, alternative dispute resolution, and green technology. 

Contact our knowledgeable intellectual property attorneys today TOLL FREE at 1-855-UR 

IDEAS (1-855-874-3327) or email us at tri@usip.com to find out how we can provide powerful 

protection for your unique ideas. 



 


