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Remember the Apple v. Samsung patent case, where Apple won $1billion? That was largely a design
patent case; A billion dollars for a patent that cost $4-5k to obtain. That is a 330,000x return on
investment. Think that your company is not “high tech” enough to qualify? Maybe you should
reconsider.

Patents have two flavors: utility (how things work) and design (how things look). If you are overlooking
design patents, you are missing one of the most cost effective tools of market-share ownership. And if
you don’t think your business qualifies for a design patent because you don’t do technology, maybe you
should rethink it.

In Apple v Samsung, Apple successfully showed that Samsung copied the clean shape and sleek look of
Apple’s smartphone. Samsung argued that something as simple as the shape of the iPhone cannot be
protected by a design patent. Samsung was wrong. Design patents protect the ornamental appearance
of an article of manufacturer, in short, the way a product looks, not how it functions. Like a utility patent,
patentable designs must be new and non-obvious. Design patents also cannot cover purely functional
features. Design patents are easy and cheap to get and are granted relatively quickly by the Patent Office.

Virtually any new and non-obvious product design, including two dimensional designs such as screen
icons, game boards, and even brands on packaging, can be protected by design patents. Design patent
protection is particularly useful for protecting products where visual appearance is, or can become, an
important factor in purchasers’ decisions to select the product.

Design patents are, in many ways, similar to 3 dimensional trademarks but are easier to obtain because
trademarks have long waiting periods to achieve trademark status. And, unlike a trademark, there is no
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requirement that the owner of a design patent show that the design is distinctive in the marketplace, or
indicates the source of the product covered by the design.

Companies with strong design patent portfolios have historically been manufacturers of consumer
products that are functionally indistinguishable from competitors: Reebok and Nike (shoes), Oakley
(sunglasses), Goodyear and Michelin (tires), Kohler (plumbing), Colgate-Palmolive and Proctor & Gamble
(health and cleaning), and Apple, Nokia, and Motorola (mobile phones). Google has a design patent on
the visual appearance of the user interface for its search engine. See D599,372. The Statue of Liberty is
the subject of a design patent.

Even if isolated elements of a design are functional, that does not make the design as a whole primarily
functional. For example, the body of an automobile could be protected by a design patent on the visual
appearance while a utility patent covers functional aspects of the design that provide for better
aerodynamics. An example of a purely functional shape might be a piece of military hardware, e.g., a
fighter jet; the visual appearance of the jet is dictated by function even though the design could be
described as visually appealing. Yet, certain portions of the shape of a mostly functional product may be
aesthetic and not functional but are likely to be copied by competitors because the buying public
“expects” to see such a shape. That is what happened in Apple v Samsung. The brick shape of iPhone
became the industry standard for smartphones. Thereafter, consumers demanded rectangular
smartphones like iPhone. Samsung felt compelled to copy it.

Design patents also have advantages when they need to be enforced against infringers in court. The
Federal courts require only the “ordinary observer” to believe that the copyist is an infringer. The ordinary
observer test is similar to the standard for proving copyright and trademark infringement (substantial
similarity), but unlike copyright infringement there is no need to prove copying. And, unlike a trademark,
a design patent requires no evidence of secondary meaning, or consumer connection to the design, to
prove infringement

So, if you hadn’t thought that your company would qualify for a patent, maybe it is time to reconsider. A
final warning: design patents must be filed within a short time after public introduction. If you think you
have something, seek a patent attorney immediately.
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or the Burr & Forman attorney with whom you regularly work.

___________________________________________________________________________________
No representation is made that the quality of legal services to be performed is greater than the quality of legal services performed by other lawyers.

___________________________________________________________________________________

http://www.burr.com/Legal-Professionals/Attorneys/Michael-Lasky.aspx
mailto:mlasky@burr.com

