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Preliminary injunctions in patent matters - current developments

Preliminary injunctions are a powerful tool, in particular in patent matters, as they usually force the stakeholder to I
immediately take his elaborately introduced product from the market. Therefore, there were good reasons for the courts to
be reluctant in issuing such injunctions.

Now, the courts are developing the interim relief in patent cases with surprising speed, but some points remained
unclear. It is therefore a welcome development that the Appellate Court of Dusseldorf recently (judgment of 29 April
2010, 1-2 U 126/09, InstGE 12, 114 = Beck RS 2010, 15862) took the opportunity to sharpen the requirements, in
particular with regard to the necessary validity of the patent-in-suit.

Preliminary injunctive relief for patent infringement only comes into consideration if the validity of the injunction patent and
the patent infringement at issue are crystal clear in favour of the applicant, that an erroneous decision in the subsequent
merits-proceeding that would have to be revised cannot reasonably be expected.

However, a dismissal of the petition for an injunction for dubious validity of the injunction patent generally requires that
the validity of the patent-in-suit is indeed challenged in related opposition or nullity proceedings, or that a related attack
is reliably foreseeable.

If the petition for an injunction is submitted shortly after grant of the patent, i.e., at the beginning of the opposition period,
the defendant will in many cases not be in a position to conduct a substantive search regarding opposing prior art. In this
case, according to the Appellate Court of Diisseldorf, a dismissal must also be anticipated even if the defendant does not
submit concrete prior art, because the status of the patent is unclear and there is the possibility that with respective
research, relevant prior art can be found.

As soon as the validity of the patent is challenged in opposition or nullity proceedings, or a related attack is at least
foreseeable, the applicant bears the burden of proof that these attacks lack any substance, so that the injunction patent
will be upheld with certainty. German translations of foreign citations must be provided by the plaintiff if required.

The Appellate Court of Dlsseldorf stresses that validity can generally only be assumed if the patent-in-suit has already
survived a first-instance opposition or nullity proceeding. There are only limited exceptions to this rule, i.e.:

- If the defendant has already participated in the examination procedure with its own objections so that factually, the
grant of the patent is equivalent to a decision in a contentious proceeding

« If the opposition or nullity proceeding has not been carried out because the patent was accepted as generally
valid. The existence of respective license agreements may be an indication for this.

« If the submitted objections against the validity of the patent are obviously without merits, or

« If, with respect to the market situation or the imminent disadvantages resulting from the infringement, extraordinary
circumstances are present that make it unreasonable for the plaintiff to await the outcome of an opposition or
nullity action

At this occasion, the court in Dusseldorf refers to its earlier Olanzapin decision (InstGE 9, 140), according to which even
after revocation of the patent-in-suit in the first instance, a preliminary injunction will be considered if the decision
revoking the injunction patent is obviously erroneous. However, this requires specific disadvantages for the applicant that
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would result from a referral to the outcome of the opposition appeal or nullity appeal proceeding.

The current decision shows that the courts have found a practicable way to meet the legitimate interests of the patent
owner in case of infringement. At the same time, the bar is raised with regard to the validity that ultimately takes account
of the interests of the defendant in an injunction proceeding. It remains to be seen what results this system will bring
across the board.
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