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The Patent Minefield

* Patent infringement suits
— Costly
— Risk of preliminary injunction
— Time consuming

— Risk of customers being sued

— Damages
 Lost profit or reasonable royalty

 Treble damages and attorney s fees
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Ways to Infringe a Patent

Minimizing Patent Infringement Risks
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Being Accused of Infringement
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Common Mistakes

* Our product is covered by our patent(s).
— Patents only provide a right to exclude, not a right to practice

— How about other people’s patents?

« We know our industry very well.
— Our product is not the same as the competing product.

— We know all the patents that covers competitor’s products.

 The patent owner is a small company/an individual and will
not sue.

— Tenacious in defending patent rights
— Selling of patent rights
— Contingency arrangement for infringement suit
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Patent Infringement

« Compare your product to the patent claims

* Direct Infringement [l

Literal Infringement «» United States Patent

AU

JU6855334H2

12

(0y Patent No.: US 6,855,334 B2
45y Date of Patent: I'eh. 15, 2005

> hd (34 CONTROLLED DELIVERY OF ACTIVE 3 77 1171974 Theeuwes et al.
Infringement under Doctrine HRRA
JAO16899 A 11975 Theeuwes et al.
(75)  Inventors: [‘ndn 4002173 A 171977 Manning et al.

4063064 A 121977 Saunders et al.
77407 A

line Cruz, Hayward, CA (US);

P-lnrm Yam, Suanyvale, CA (US) Iheeuwes et al.

. 4,088 864 A 5 Theeuwes cf al.
E: ! 2107
Of qulvalents (73)  Assignee: A}(:l Corporation, Mountain View, CA j;:’g:éfi Q (:'I o ‘I’\l,\l‘:-‘h il[:.!
(us) 4,892,778 A 1
1915049 A 4
(") Notice Subjeet 1o any disclaimer, the term of this 031285 A P
patent is extended or adjusted under 35 D465 A 7

* Indirect Infringement i

- Y 6142 A
(1) Appl. No: 10/00L,115 5160743 A 1171992 Fdgren et al.

(22) Filed: Nov, 27, 2001 51649 638 12/1992  Denuis et al.
31993 Jao el al. o AZ4/AT3
> hd (65) I'rior Publication Data 1071993 Tao et al,
ontriputory iniringemen
US 20020048600 A1 Apr. 25, 2002 571997 Deng et al.
. o -.or;rnt,r;l A 81947 Jao et al.
Related US. Application Data 6368026 Bl * 42002 Bhatt et al. ... 424473
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I f . ‘t I (63)  Continuation of applicatian No. 05430537, filed on Nov. 1, FOREIGN BFATENT DOCUMENTS
b d 1999, now Pal. \ 5. . o s
n rlngemen V n ucement (60} Provisional application No. 60/106,730, filed an Nov. 2, WO WO 956460 31995
Loos. OTIILR PUBLICATIONS
(513 Int. CL7 e e ABTK 91223 AGLK 0724; . . . . .
AGLE 0/44 Larcy Hixon, et al, Chemical Fngineering, 94-103, 1990, _,
5 US.Cl | 424473, 4241468, 4241472, “Sizing Materisls by Crushing and Grinding”
781 {List continued on pext page.)
(58) Field of Search ... 4“4 468, 472,
424473 Primory Fxaminer—lames M. Spear
-
(56) References Cited G7) ABSTRACT

U.S. PATENT DOCUMENTS
2,799,241 A TADST Wurster
5, I')(H Loeb
Folwist
Loy I‘)h(, Rosean
11/1970 Suathmann et al.
1171970 Bixler et al
1271970 Michacls ¢t al.

Controlled release of active agents from sustained release
push delivery devices having high drug loading are
deseribed wherein residual drug content in the device is
minimized by the utilization of a How-promoting layer
between a semi-permeable wall and drug layer comprising,
the device.

7 Claims, 9 Drawing Sheets
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Direct Infringement

* Literal Infringement
— Each claim limitation must be found literally

— Claim construction may be necessary

Claim 1: A device comprising:
/ element 1;
v/ element 2; and

X element 3.

No literal infringement
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Direct Infringement

* Infringement under Doctrine of Equivalents (DOE)

— Device incorporates a feature that is insubstantially different
from the missing limitation

— Substantially the same function/way/result

Claim 1: A device comprising:

v/ element 1; The device has a

v/ element Z;y feature that is
X element 3. insubstantially different
from Element 3

Infringement under DOE
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Direct Infringement

* Doctrine of Equivalents
— Slightly expands the scope of the claim as recited
— Limitations:
* Prosecution history estoppel

* Cannot cover prior art

* Must be considered when designing around
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Indirect Infringement

* Contributory Infringement

— Providing a component/material of no substantial non-
infringing use

e Inducement

— Knowingly induces infringement with specific intent to
infringe

— User manuals, training materials, videos, web sites, sales
pitches, marketing materials
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Survey Competitive Patent Landscape

* Look for freedom to operate or patent clearance obstacles
early to avoid pitfalls

— Identify competitors and their patent claims

— Work with your patent counsel to
understand the patent roadblocks
to commercialization

* Delay can be a costly mistake!

It’s not just about what you have, it’s about what they have
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Finding Relevant Patents

* Professional freedom-to-operate searches

* Online patent searches

— Find patents relating to your product

— Find patents owned by competitors
— Find patents of specific inventors
 Examine competitors’ products

— Patent notices on product, packaging, marketing materials or
website

- ;:\" PP

— Obtain patents using the patent notices [SUmS Rainbow Loor® 5 "';f
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Searching DIY

GO-

Be Gt yew Fyontes Joos e

o I{e'y' word Searching e —

GO\)SIQ patents stent coated restenosis Search Patents

— www.google.com/patents .. rpanemmne |

unu(nnq NTS COAT‘ED \MTH NO- AN DROPHLIC POLYMERIC BLENDS

Cover view

Filed Apr 19, 2006 - L

10002] ore Specicall, s inventon refers 1o stents coated win .. acuie
a0 chronk restenosis and refers 10 processes of stent coating with ..

. Sort by retevance
Sort by date (new frst) weeucaniow Stent-based uyvery statins to prevent restenosis
S Pat 1
— Sort by date (oid Al Tnal appacation hod 0' preventing stent
. . Goated wilh DINA coding 1o gene rodLes wih anl restenosis aciny or cels
, Ay status
ssued patents
s weeucanon Mulfaceted e stent coating for preventing res
Appicatons e L

ATING FOR PREVENTING RESTENOSIS (0001] This

L R STENT COI
1 °* ‘appiicabon claims the benett of prior provisional appication, US Ser. No.
www.delphion.com

|A~uuma| Inhlmllon 01 leslonosll using a DNA-coated stent

100301 s b ot o siratogy o he invention, plasmic DIV of vl

o - [@ et gov ] [%2] (3¢ | [ oo marual sssieanan B
— Key words e

e Favarnes | Q) Patent Database Search Resits: CCLS23/L, 15 m S .. "R B L e omae- sy Todse

x Frd: 408y 155 Prevous hest | f Cptons -

USPTO PATENT FULL-TEXT AND IMAGE DATABASE

11 gy tiome || guick |[advanced|| patnum |[ Help
* “coated stent restenosis R

Searching US Patent Collection..

“drug elutlng Stent” R— ke e e '

Hits 1 through 50 out of 1032

Nem 50 Hits

 Competitor / assignee searching

covems

. PAT.NO. Title
1 7,704,491 T Apparatus for a stent having an expandable web structure and delivery system
— assignments.uspto.gov Ly s e
904 T Methods and apparatus for a stent having an expandable web structure
5,364 T Kit to be implanted in a blood circulation conduit |

T Skewed nodal-fibril éPTFE structure
4 T Avicin coated stents

0.798 T Medical devices including hardened alloys

1 T Stent and method for the stent

0.719 T Stent having variable propertics and method of its use

2 T Artificial blood vessel

8.684 T MRI resonator system with stent implant

T Bio polyamide: glyeol polymers for use with drug cluting stents
1.466 T Multi-section filamentary endohuminal stent

3 T Twist-down implant delivery technologies

T e
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Preliminary Patent Screening

* Patents
— Is the patent expired?

» 20 years from the earliest effective filing date (utility
patents)

« www.PatentCalculator.com

— Are the maintenance fees paid?
— Preliminary review of patent claims

 Literal Infringement & Doctrine of Equivalents

* Application Publications

— Monitor the prosecution
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Infringement Analysis by Counsel

Preliminary
infringement
review

High risk Infringement
patents review

May present Noninfringement
Low risk infringement position
patents risks available

Opinion
of

Invalidity counsel
u

Consider Baai review
redesign Invalidity
invalidity Position

Consider position available
licensing
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Cease & Desist Letter

Investigate the soundness of the claims of infringement
— Seek help from your patent counsel

— Stop the potentially infringing activity if needed

Respond — honor the deadline

Seek licensing or design around (watch out for DOE)

Other options: challenge the patent
— Requesting the USPTO to cancel claim(s)

* Ex parte reexamination, inter partes review, post-grant
review, covered business methods

— Declaratory Judgment Action — invalidate the patent
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Navigating the Patent Minefield

* Start your efforts to avoid patent infringement early
— Product concept stage: survey the patent landscape
* Create and maintain your own defensive portfolio
— Before starting new R&D project: patentability searches
— Cross-licensing opportunities
 Know your competitor’s IP as well as your own
— Continually gather corporate intelligence
— Know where you stand in view of competitors

— Identify potential freedom to operate issues

Don’t Operate in a Vacuum
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