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For NEARLY TWO DECADES, the Federal Circuit has applied a le-
nient standard for federal jurisdiction that routinely sweeps state-
law claims into the exclusive jurisdiction of the federal courts
merely because the claims require resolution of patent-law issues.'
The latest casualties of the Federal Circuit’s approach are state-law
malpractice claims against patent attorneys, The Federal Circuit
has held that such claims are within the exclusive jurisdiction of
the federal courts if resolution of a patent-law issue is necessary to
resolve the claim.?

The Supreme Court recently granted certiorari in one such mal-
practice case, Gunn v. Minton, and held, in a unanimous decision,
that the malpractice claim was not properly in federal court even
though it raised an issue of patent law.* The Supreme Court applied
its 2005 decision in Grable & Sons Metal Products, Inc.v. Darue Eng'y
& Mfg.* Grable held that, for a federal court to exercise jurisdiction
over a state-law claim raising a federal issue, the issue must not only
be “necessary” to resolve the claim, it must also be “disputed” and
“substantial,” and also be one that a federal court may decide with-
out disturbing any congressionally approved balance of federal and
state judicial responsibilities.* The Gunn Court held that the pat-
ent-law issue raised by Mr. Minton’s state-law malpractice claim
did not establish federal jurisdiction because the issue was not “sub-
stantial,” and because the resolution of the issue would disrupt the
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balance of state and federal court responsibilities.®

This article contends that Gunn not only overrules the Federal
Circuit’s malpractice precedent, but also undermines the Federal
Circuit’s exercise of jurisdiction over a wide variety of state-law
claims raising patent-law issues, such as torts and contract claims.
This article first discusses the facts and holding of Gunn, Next,
this article identifies the roots of the Federal Circuit’s lenient ju-
risdictional approach and surveys the Federal Circuit’s developing
precedent sweeping state-law claims into federal court. This article
then applies Gunn and Grable to show that, contrary to the Federal
Circuit’s approach, few state-law claims raising patent-law issues
are properly within the exclusive jurisdiction of the federal courts.
Finally, this article directly rebuts the Federal Circuit’s reasoning
that Congress’ desire for patent-law uniformity justifies the Federal

Circuit’s lenient standard for jurisdiction,

THE GUNN V. MINTON CASE

In Gunn, a patentee, Mr. Minton, brought a state-law malprac-
tice claim in Texas state court against several attorneys that repre-
sented him during prior patent litigation.” In that prior litigation,
Mr. Minton’s patent was held invalid pursuant to the “on-sale bar”
of 35 U.S.C. § 102(b) because his patented invention was on sale
more than one year before the filing of his patent.* Mr. Minton al-
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leged that his attorneys had committed malpractice by failing to
argue that the “on-sale bar” was negated by the “experimental use”
exception.’ The “experimental use” exception prevents sales from
invalidating patents under § 102(b) if the sales are made for the pri-
mary purpose of experimentation.'’

The trial court granted summary judgment against Mr. Minton
on his malpractice claim, citing a lack of proof.'" The Texas Court of
Appeals affirmed." The Texas Supreme Court, however, dismissed
the entire action for lack of jurisdiction, holding that the state-law
claim was within the exclusive jurisdiction of the federal courts be-
cause it raised an issue of patent law: whether an “experimental use”
argument would have been successful, if raised during the prior
patent litigation." In dismissing the case, the Texas Supreme Court
followed Federal Circuit precedent holding that state-law claims
are within the exclusive jurisdiction of the federal courts if they re-
quire the resolution of patent-law issues."

The Supreme Court granted certiorari and held that Mr. Min-
ton'’s malpractice claim was not within the exclusive jurisdiction of
the federal courts.' The Supreme Court applied the test set forth
in Grable to the “experimental use” issue raised by Mr. Minton’s
malpractice claim and held that, while the issue was “necessary”
to the resolution of his claim and “disputed” by the parties, it was
not “substantial” because it was “not sufficiently important to the
federal system as a whole.”"® In addition, the Court held that the
issue raised by Mr. Minton's claim did not satisfy Grable’s require-
ment concerning the appropriate balance of federal and state judi-
cial responsibilities.'” The Court found “no reason to suppose that
Congress—in establishing exclusive federal jurisdiction over pat-
ent cases—meant to bar from state courts state legal malpractice
claims simply because they require resolution of a hypothetical pat-
ent issue.”'® The Court concluded that Mr. Minton’s claim was not
within the exclusive jurisdiction of the federal courts and also felt
“comfortable concluding that state legal malpractice claims based
on underlying patent matters will rarely, if ever, arise under federal
patent law” and fall within the exclusive jurisdiction of the federal
courts."

Gunn thus overrules the Federal Circuit’s precedent regarding
malpractice claims. In addition, the Supreme Court’s analysis in
Gunn undermines the Federal Circuit's precedent applying a le-
nient jurisdictional standard to a variety of other state-law claims.
As explained below, the Federal Circuit’s lenient standard is based
on that court’s incorrect reading of the Supreme Court’s 1988 de-
cision in Christianson v. Colt Indus. Operating Corp.*® Prior to the
Court’s decision in Christianson, the Federal Circuit repeatedly
held that state-law claims raising patent-law issues were not within

the exclusive jurisdiction of the federal courts.”

THE FEDERAL CIRCUIT'S JURISPRUDENCE
BEFORE THE SUPREME COURT’S
CHRISTIANSON DECISION

When it created the Federal Circuit in 1982, Congress granted
the court exclusive jurisdiction over any “appeal from a final deci-
sion of a district court of the United States...if the jurisdiction of
that court was based in whole, or in part, on [28 U.S.C.] Section
1338...."%* Section 1338, in turn, provides, in relevant part, that the
“district courts shall have original jurisdiction of any civil action
arising under an Act of Congress relating to patents...."** The stat-
ute also provides that “[s]uch jurisdiction shall be exclusive of the
courts of the states in patent...cases.”** Thus, to determine its own
jurisdiction, the Federal Circuit must decide whether the civil ac-
tion on appeal arose under an Act of Congress relating to patents.

Early Federal Circuit decisions routinely declined to find “aris-
ing under” jurisdiction over various types of state-law claims that
raised patent-law issues.™ In these cases, the Federal Circuit relied
on the Supreme Court’s 1897 decision in Pratt v. Paris Gas Light
& Coke Co.,*® and the Supreme Court’s 1902 decision in Excelsior
Wooden Pipe Co. v. Pacific Bridge Co.”” The Federal Circuit cited
Pratt and Excelsior to require that the patent laws create the cause
of action or that the plaintiff at least “make it appear that some right
or privilege will be defeated by one construction, or sustained by the
opposite construction of those laws.”** Early Federal Circuit decisions
acknowledged Congress' desire for patent-law uniformity, but recog-
nized that “Congress was not concerned that an occasional patent-law
decision of a regional circuit court, or of a state court, would defeat its
goal of increased uniformity in the national law of patents."*’

In 1987, the Federal Circuit initially decided the Christianson
case in an appeal that shuttled back and forth between the Sev-
enth and Federal Circuits as those courts each determined that the
other had appellate jurisdiction.* In a detailed opinion written by
ChiefJudge Markey, the Federal Circuit's first chiefjudge, the court
held that antitrust claims, though raising patent-law issues, did not
arise under the patent laws pursuant to section 1338." The Federal
Circuit cited Excelsior and Pratt, and found jurisdiction lacking be-
cause the plaintiff had not asserted a right or privilege that would
be impacted by a “construction of the patent laws.”** While the Fed-
eral Circuit’s holding normally would have divested it of jurisdic-
tion, the court decided the case out of necessity and in the interest
of justice, because it had already transferred the case to the Seventh

Circuit only to see it return.*

THE SUPREME COURT’S CHRISTIANSON
DECISION

The Supreme Court granted review of the Federal Circuit's
Christianson decision to resolve the dispute between the Seventh
and Federal Circuits.* The Supreme Court agreed with the Federal
Circuit that there was no “arising under” jurisdiction under section
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1338.% The Court observed that “arising under” jurisdiction is es-
tablished only when a well-pleaded complaint demonstrates either
that (1) federal law creates the cause of action or (2) the plaintiff’s
right to relief necessarily depends on resolution of a substantial
question of federal law.*® Specifically addressing the facts of the
Christianson case, the Court observed that “the dispute center[ed]
around whether patent law [was] a necessary element of one of the
well-pleaded [antitrust] claims.”’” The Court thus focused on the
“necessary” requirement of the second prong, explaining that juris-

diction exists only if:

the plaintiff’s right to relief necessarily depends on resolution ofa
substantial question of federal patent law, in that patent law is a

necessary element of one of the well-pleaded claims.

Because the plaintiff could have succeeded on its antitrust
claims without relying on a patent-law theory, the Court held that
there was no section 1338 “arising under” jurisdiction.*” Thus, the
Court never reached any of the other jurisdictional requirements
set forth in the Court’s precedent, such as the requirement that the

patent-law issue be “disputed” and “substantial.™’

THE FEDERAL CIRCUIT’S INCORRECT
INTERPRETATION OF CHRISTIANSON

Everything changed after the Supreme Court’s decision in
Christianson. In a series of cases spanning two decades, the Federal
Circuit incorrectly relied on the statement from Christianson quot-
ed above rejecting jurisdiction as creating a lenient test readily es-
tablishing jurisdiction whenever “patent law is a necessary element
of one of the well-pleaded claims.™"

For example, in 1993, in Additive Controls & Measurement Sys. v.
Flowdata, Inc.,” the Federal Circuit held that exclusive federal ju-
risdiction existed over a state-law “business disparagement” claim
because the plaintiffhad to prove the falsity of the defendant’s state-
ment that plaintiff’s product infringed a patent. The Federal Circuit
provided no separate analysis of whether the patent-law issue was
“substantial.”® Instead, the Federal Circuit applied Christianson’s
“necessary” requirement alone, concluding that the question of pat-

ent law was therefore “substantial:”

Adcon’s complaint...gives the district court jurisdiction under
the second prong of the Christianson test. In sum, Adcon’s “right
to relief necessarily depends on resolution of a substantial ques-
tion of federal patent law, in that patent law is a necessary ele-

ment of [its business disparagement claim.]™*

Thus, the court concluded that the existence of a necessary pat-
ent-law issue in and of itself made the issue “substantial” and estab-
lished exclusive federal jurisdiction.

Five years later, in Hunter Douglas, Inc. v. Harmonic Design, Inc.,*

the Federal Circuit similarly held that exclusive federal jurisdiction

existed over a state-law claim for “injurious falsehood” because the
plaintiff had to prove the invalidity or unenforceability of a patent
to establish the falsity of the statements at issue. The Federal Circuit
held that “questions of federal patent law—rvalidity, and enforce-

ability—are ‘substantial” enough to convey section 1338(a) juris-
diction.¢ The court pointed to Congressional intent in creating the
Federal Circuit to conclude that any issue “essential to the federally
created property right” is necessarily “substantial.™’

Two years later, in U.S. Valves, Inc. v. Dray,** the Federal Circuit
extended its view of federal jurisdiction and held that jurisdiction
existed over a breach-of-contract claim where proving the alleged
breach required the plaintiff to prove that the defendant sold prod-
ucts covered by the plaintiff’s licensed patents. The Federal Circuit
cited Additive Controls and Hunter Douglas, and again quoted Chris-
tianson's application of the “necessary” requirement to hold that
jurisdiction was established because “patent law [was] a necessary
element of U.S. Valves” breach of contract action.™ The Federal
Circuit stated that “Christianson sets a lenient standard for jurisdic-
tion under 28 U.S.C. § 1338(a).”*

In 2002, in Univ. of W. Va. v. Van-Voorhies,* the Federal Circuit
again relied on Christianson’s statement of the “necessary” require-
ment to find exclusive federal jurisdiction over a contract claim
seeking rights to an invention. The court reasoned that the claim
arose under the patent laws because the trial court would have to
determine if a patent application was a “continuation-in-part” of
another patent application in order to decide whether the invention

fell under a contract to assign.”

THE FEDERAL CIRCUIT’'S PRECEDENT AFTER
GRABLE

The Federal Circuit continued to adhere to its lenient juris-
dictional standard even after the Supreme Court’s 2005 decision
in Grable.** In Grable, the Supreme Court held that, for a court to
exercise jurisdiction over a state-law claim raising a federal issue,
the issue must not only be “necessary,” but also must be “disputed”
and “substantial.” ** 'The Court also clarified that the federal issue
raised by the state-law claim must be one “that a federal forum may
entertain without disturbing any congressionally approved balance
of federal and state judicial responsibilities.”*

Notwithstanding this clarification, two years later, in Air Mea-
surement Techs., Inc. v. Akin Gump Strauss Hauer & Feld, L.L.P.,*
the Federal Circuit found federal jurisdiction over an attorney
malpractice claim because the claim required the plaintiff to prove
that it would have won a previously adjudicated patent case but for
the alleged malpractice. The Federal Circuit applied its pre-Grable
decisions in Additive Controls and Hunter Douglas, and again con-
flated the necessary and substantial requirements, holding that the
patent infringement issue was “substantial, for it [was] a necessary

element of the malpractice case.”” Concluding that the federalism
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concerns in Grable were “not new” and that the decision did not
change the law under section 1338, the Federal Circuit found that
jurisdiction was also supported by the “strong federal interest in the
adjudication of patent...claims” in federal court.*

The same day it decided Air Measurement, the Federal Circuit
also decided Immunocept, LLC v. Fulbright ¢ Jaworski.®® There, the
Federal Circuit asserted jurisdiction over an attorney malpractice
action alleging that the lawyers made a claim-drafting errorin a pat-
entapplication, The court invoked its decisions in Additive Controls,
Hunter Douglas, U.S. Valves, and VanVoorhies, and held that juris-
diction existed because the plaintiff could not succeed “without
addressing claim scope.” The opinion provided little discussion
of Grable, stating that Grable merely “rephrased” the Christianson
test.?

In 2012, in Byrne v. Wood, Herron & Evans, LLP,** the Federal
Circuit denied a petition for rehearing en banc challenging its prec-
edent finding federal jurisdiction over attorney malpractice actions.
In a concurring opinion, three judges cited the importance of pat-
ent-law uniformity and repeatedly invoked Christianson as justify-

ing the Federal Circuit’s broad assertion of jurisdiction:

Under the Supreme Court’s decision in Christianson, federal ju-
risdiction under 28 U.S.C. § 1338 exists if “the plaintiff’s right to
relief necessarily depends on resolution of a substantial question
of federal patent law, in that patent law is a necessary element
of one of the well-pleaded claims.” ....The existence of [patent-
law issues] necessarily makes the issues “substantial” within the
meaning of Christianson and indicates a “serious federal inter-

est” in federal adjudication within the meaning of Grable.**
Judge O’Malley, joined by Judge Wallach, dissented, observing:

This court has justified expanding the reach of our jurisdiction
to cover state law malpractice claims by reading Christianson
to authorize our doing so. Specifically our case law concludes
that, whenever a patent law issue is raised in the context of a state
law claim and must be resolved in the course of that otherwise
state law inquiry, federal jurisdiction will lie, as will exclusive
appellate jurisdiction in this court. That reading of Christianson
is wrong, however. Supreme Court precedent permits federal
courts to exercise federal question jurisdiction over state law
claims only in the rare case where a federal issue is “actually dis-
puted and substantial,” and where doing so will not upset “any
congressionally approved balance of federal and state judicial

responsibilities.”**

As discussed below, the Supreme Court’s Gunn decision con-
firms the correctness of these dissenting views, and demonstrates
that, contrary to the Federal Circuit’s approach, state-law claims
raising patent-law issues are indeed rarely within the exclusive ju-

risdiction of the federal courts.

PURSUANT TO GUNNAND GRABLE, FEW STATE-
LAW CLAIMS RAISING PATENT-LAW ISSUES ARE
WITHINTHE EXCLUSIVE JURISDICTIONOF THE
FEDERAL COURTS

Pursuant to Gunn and Grable, “arising under” jurisdiction under
section 1338 lies only where a well-pleaded complaint establishes
the existence of a necessary, disputed and substantial question of
federal law, the resolution of which would not disrupt the balance
of state and federal court responsibilities.®® As demonstrated below,
applying each of these requirements to state-law claims raising pat-
ent-law issues reveals that few such claims are within the exclusive

jurisdiction of the federal courts.

“Necessary”

The Supreme Court explained the “necessary” requirement in
Christianson.”” Under Christianson, “the plaintiff’s right to relief
[must] necessarily depend[] on resolution of a substantial question
of federal patent law, in that patent law is a necessary element of
one of the well-pleaded claims.”® Thus, jurisdiction was not estab-
lished in Christianson because the claim in that case was supported
by alternative theories and patent law was not “essential to each of
those theories.”"® On the other hand, in Gunn, the patent law issue
was “necessary” because, to prevail on his malpractice claim, Mr.
Minton had to show that he would have prevailed on his patent in-
fringement case if his attorneys had raised an experimental use ar-
gument on his behalf.” Contrary to the Federal Circuit’s approach,
however, the mere existence of a “necessary” patent-law issue does
not establish jurisdiction under section 1338. As discussed below,
the issue must also be disputed and substantial, and must satisfy the

federalism concerns in Grable.

"l)isplil-.'sf i

In addition to being necessary, the federal issue must “actually
be in dispute to justify federal-question jurisdiction.”” For exam-
ple, in Gunn, Mr. Minton argued that the experimental use excep-
tion applied and would have saved his patent from the on-sale bar,
whereas his former attorneys argued that it did not.” The Supreme
Courtheld that this was “just the sort of ‘dispute...respecting the..,

effect of a [federal]law’ that Grable envisioned.”

“Substantial”

Even if a federal issue is necessary and disputed, there is no fed-
eral jurisdiction if the issue is not “substantial.”™ For example, in
Gunn, the federal issue was both necessary and disputed, but juris-
diction was absent because the federal issue was not “substantial.””
‘The Gunn Court explained that a federal issue is not “substantial”
merely because it is important to the particular parties in a case.” In-
stead, the Court explained, “something more, demonstrating that the
question is significant to the federal system as a whole, is needed.””’
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The Gunn Court explained that, consistent with earlier Supreme
Court precedent, a substantial issue is one that “would be control-
ling in numerous other cases” as opposed to one that is “fact-bound
and situation-specific.””® The Gunn Court provided two examples
of a “substantial” federal issue, pointing to two prior decisions of
the Court.™ First, the Gunn Court pointed to Grable, wherein the
federal issue was whether the Internal Revenue Service had com-
plied with federally imposed notice requirements in seizing and
selling land.* The Gunn Court explained that, in Grable, the gov-
ernment had a strong interest in being able to recover delinquent
taxes through the seizure and sale of property, which in turn re-
quired clear terms of notice so that buyers would be satisfied that
the Service had good title.* Second, the Gunn Court pointed to
Smith v. Kansas City Title & Trust Co., wherein the federal issue was
whether the Government had acted unconstitutionally in issuing
bonds.** The Gunn Court pointed to the importance of a determi-
nation that Government securities were issued under an unconsti-
tutional law and therefore not valid.*

In contrast, because of the “backward-looking nature of a le-
gal malpractice claim,” the federal question in Gunn was posed
in a merely hypothetical sense: “If Minton’s lawyers had raised a
timely experimental-use argument, would the result in the patent
infringement proceedings have been different?”** The Gunn Court
explained that resolution of this case-within-a-case issue would
have no impact on the real-world result in the prior patent litigation
that had invalidated Mr. Minton’s patent.*® The Gunn Court also
reasoned that allowing state courts to decide such issues would not
undermine patent-law uniformity because federal courts would not
be bound by such determinations of federal issues in state court.®
Furthermore, even novel patent-law issues would eventually be re-
solved in federal court “if the question arises frequently.”®” On the
other hand, the Gunn Court observed, “if it does not arise frequent-
ly, it is unlikely to implicate substantial federal interests.”® The
Gunn Court also acknowledged the possibility that the resolution
of the issue might have a preclusive effect on the specific parties and
patent in Gunn, but found that this was not sufficient to establish
federal jurisdiction.*

Accordingly, pursuant to Gunn and Grable, a federal issue may
be “substantial” if, for example, it is significant to the federal system
as a whole, if it arises frequently, or if its resolution would impact
numerous future cases.”” A patent-law issue should be considered
“substantial” if it raises a significant question regarding the valid-
ity, construction or effect of the patent laws that, if left unresolved,
would arise frequently and impact numerous future cases.” This
interpretation is consistent with the Supreme Court’s decisions in
Pratt and Excelsior, which required the existence of a right or privi-
lege that would be defeated by “one construction or sustained by
the opposite construction of th[e] [patent] laws” in order for there

to be federal jurisdiction.” As discussed above, before Christianson,

the Federal Circuit relied on Pratt and Excelsior to decline to find
jurisdiction over state-law claims raising patent-law issues.”

Few state-law claims will raise “substantial” patent-law issues
under this standard. Indeed, Gunn calls into question the Federal
Circuit’s decisions finding jurisdiction in: (1) Additive Controls,
where the issue was the truthfulness of a statement that a particu-
lar product infringed a patent;** (2) Hunter Douglas, where the is-
sue was the truthfulness of statements regarding the validity and
enforceability of certain patents;”® (3) U.S. Valves, where the issue
was whether certain products were covered by certain licensed pat-
ents;* and (4) Van-Voorhies, where the issue was whether a particu-
lar patent application was a “continuation-in-part” of another patent

application.”””

These are not issues that are significant to the federal
system as a whole or that raise fundamental questions regarding the
construction of the patent laws. Nor are these issues likely to arise
frequently, such that resolution of the issues will govern numerous
future cases. Instead, these issues are “fact-bound and situation-
specific,” and therefore not “substantial” under Supreme Court

precedent.”®

Federalism Considerations

Even if a federal issue is necessary, disputed, and substantial,
any exercise of jurisdiction must be consistent with the federalism
concerns discussed in Gunn and Grable.”” These concerns require
a court to consider whether a state-law claim is one “which a fed-
eral forum may entertain without disturbing any congressionally
approved balance of federal and state judicial responsibilities.”'*
In Gunn, the Supreme Court observed that states have a special re-
sponsibility for maintaining standards among the members of their
bars.'” The Court observed, “We have no reason to suppose that
Congress—in establishing exclusive federal jurisdiction over pat-
ent cases—meant to bar from state courts state legal malpractice
claims simply because they require resolution of a hypothetical pat-
ent issue.”'"

Additional guidance can be found in Grable, wherein the Su-
preme Court observed that exercising jurisdiction over the claim at
issue in that case would have “only a microscopic effect on the fed-
eral-state division of labor” because such claims were “rare.”®* The
Grable Court explained that, in contrast, exercising jurisdiction
over the state-law claims at issue in the Court’s 1986 decision in
Merrell Dow Pharmaceuticals Inc. v. Thompson,'** would have result-
ed in a “tremendous number of cases” entering the federal courts,
disrupting federal and state judicial responsibilities.'®® Thus, under
Grable and Merrell Dow, an exercise of jurisdiction must not disrupt
state and judicial responsibilities by placing a large number of state-
law claims within the jurisdiction of the federal courts.'

In the context of patent law, disruptions of state and federal ju-
dicial responsibilities can largely be avoided by simply limiting sec-

tion 1338 jurisdiction to state-law claims that truly raise necessary,
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disputed and substantial questions of patent law. As demonstrated
above, state-law claims raising such issues should be “rare” and
“portend only a microscopic effect on the federal-state division of
labor,” such that exercising jurisdiction over such claims would be
consistent with the federalism concerns identified in Grable.""”
CONGRESSIONAL DESIRE FORPATENT-
LAWUNIFORMITY DOES NOT JUSTIFY THE
FEDERALCIRCUIT'SLENIENT JURISDICTIONAL
STANDARD

As support for its lenient standard for federal jurisdiction, the
Federal Circuit has repeatedly pointed to the creation of the Fed-
eral Circuit and Congressional desire for patent-law uniformity.'*
For example, when it first found jurisdiction in a malpractice case,
the Federal Circuit took the view that “Congress considered the
federal-state division of labor and struck a balance in favor of this
court’s entertaining patent infringement.”'*

In creating the Federal Circuit, however, Congress purposefully
left intact the pre-existing allocation of federal and state court re-
sponsibilities by basing the Federal Circuit’s appellate jurisdiction
on the district court’s jurisdiction under section 1338.""" Indeed, in
response to concerns that the Federal Circuit's appellate jurisdic-
tion would be “dangerously broad,” Congress pointed to the fact
that the court’s appellate jurisdiction would be tied to the district
court’s jurisdiction under section 1338:

[TThis argument does not recognize the obvious. The statutory
language in question specifically requires that the district court
have jurisdiction under 28 U.S.C. § 1338. This, standing alone,
is a substantial requirement, Immaterial, inferential, and frivo-
lous allegations of patent questions will not create jurisdiction
in the lower court, and therefore will not create jurisdiction in
the [Federal Circuit].""

By basing the Federal Circuit’s appellate jurisdiction on section
1338, Congress intended to avoid the change in the division of la-
bor the Federal Circuit now attributes to Congress.

The Supreme Court has repeatedly pointed to section 1338
when rejecting attempts to treat patent cases differently for purpos-
es of federal jurisdiction merely because Congress desired unifor-
mity in patent law.""” For example, in Christianson, the Court reject-
ed the argument that Congressional intent to increase patent-law
uniformity justified a departure from the well-pleaded complaint
rule, which requires the court to look at the claims in the complaint
when examining jurisdiction.'? The petitioners argued that the
Court should look at the issues actually litigated, rather than the
claims in the complaint, citing Congressional desire for patent-law
uniformity in the treatment of patent-law issues.'* The Court re-
jected this argument and adhered to the well-pleaded complaint
rule, citing section 1338 and pointing out that Congress intended

that cases should fall within the Federal Circuit’s jurisdiction “in
the same sense that cases are said to ‘arise under’ federal law for pur-
poses of federal question jurisdiction.”"*

[n 2002, the Supreme Courtin Holnes Group, Inc, v. Vornado Air
Circulation Sys., Inc.,''¢ similarly rejected the argument that “Con-
gress’s goal of promoting the uniformity of patent law” justified a
departure from the well-pleaded complaint rule in patent cases.'”
The Court held that the words “arising under” in section 1338(a)
invoke the well-pleaded complaint rule, and did not encompass
patent-law counterclaims, notwithstanding Congressional desire
for patent-law uniformity.'*

The clear import of Christianson and Holmes Group is that, be-
cause the Federal Circuit’s appellate jurisdiction is based on the
district court’s jurisdiction under section 1338, the normal rules
of federal jurisdiction apply, notwithstanding Congress’ desire for
patent-law uniformity. Congress purposefully left intact the pre-
existing scope of federal jurisdiction by basing the appellate juris-
diction of the newly created Federal Circuit on the district court’s
jurisdiction under section 1338. Thus, the Federal Circuit is simply
incorrect in reasoning that “Congress considered the federal-state
division of labor and struck a balance in favor of the [Federal Cir-
cuit] entertaining patent infringement.”'"”

'The Federal Circuit’s reasoning that federal jurisdiction is justi-
fied by the desire to preserve patent-law uniformity is particularly
weak in the context of patent malpractice claims. The Supreme
Court in Gunn specifically rejected that rationale.'"” It observed
that state courts could be expected to hew closely to federal prec-
edent when engaging in the case-within-a-case inquiry in malprac-
tice cases and that, to the extent novel questions are raised, the fed-
eral courts could be expected to resolve the issue in an actual patent
case if the issue is significant enough to be raised frequently.'* The
Gunn Courtalso specifically rejected the Federal Circuit's rationale
in Air Measurement that federal jurisdiction is justified because “lit-
igants will also benefit from federal judges who have experience in
claim construction and infringement matters.”** The Gunn Court
observed that “the possibility that a state court will incorrectly
resolve a state claim is not, by itself, enough to trigger the federal
court’s exclusive patent jurisdiction, even if the potential error finds
its root in a misunderstanding of patent law."'**

‘The desire to avoid errors of patent law, however, appears to
greatly influence the Federal Circuit’s decision-making. Indeed,
consistency in the treatment of patent-law issues is an almost irre-
sistible siren call that the Federal Circuit answers again and again to
expand its own jurisdiction. While the need for uniformity should
influence, for example, the Federal Circuit’s choice-of-law rules in
cases that are properly before the court, it has no place in a section
1338 jurisdictional analysis. Congress wanted to rectify the lack of
uniformity caused by disparate regional circuit courts decisions.

That desire had nothing to do with the state-versus-federal jurisdic-

10
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tional divide. One must remember that, because jurisdiction under
section 1338 is exclusive, every time the Federal Circuit invokes
patent uniformity to find jurisdiction, it necessarily finds that the
state courts have none. Hopefully, Gunn will put an end to the Fed-
eral Circuits’ reliance on patent-law uniformity as a justification for

usurping the jurisdiction of the state courts,

CONCLUSION

The Supreme Court’s decision in Gunn undermines the Federal
Circuit’s exercise of federal jurisdiction over a variety of state-law
claims, including torts and contract claims. The Federal Circuit’s le-
nient jurisdictional standard is based on an incorrect interpretation
of Christianson, and is inconsistent with Gunn and Grable, which
require a substantial issue of federal law, not just an issue that is nec-
essary to resolve the claim. As Judge O’Malley warned in Byrne, the
“[Federal Circuit’s] law has poisoned the well, and it will only serve
to exacerbate the federalism concerns identified in Grable by draw-
ing more and more state law claims into federal court.”*! The Fed-
eral Circuit should heed that warning and, in view of the Supreme
Court’s decision in Gunn, reevaluate its approach when deciding

whether federal jurisdiction exists over state-law claims. 44
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