DECIPHERING INTELLECTUAL PROPERTY LAW FOR BUSINESS

Got Invention? Save Time and Money When Seeking a
Patent

Any patent agent or patent attorney who has been working for any length of time has undoubtedly
had a call from a small company, startup, or individual inquiring about obtaining a patent. And most,
if not all, of us have had to have...the talk.

First, we explain the process for filing the application and what will happen at the U.S. Patent and
Trademark Office (USPTO), which is typically followed by some jovial banter regarding how long it will
take the USPTO to act on the application. Then, we start to talk about costs, and on the other end of
the line is a palpable silence as the potential dollars coast across the telephone line.
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First U.S. Patent to Samuel Hopkins of Pittsfield, VT

Let’s face it — filing a patent application is no small feat— much has changed since Samuel Hopkins
(notably a fellow Vermonter) obtained the very first U.S. patent which described a process of making
potash in 1790 (right). Today’s patents are technical documents that can involve considerable costs,
and, while patenting an invention yourself can be done—taking on that challenge is like taking on that
home improvement project that, if done correctly, will make you look like a Bob Vila, but if done
incorrectly, you're likely to be calling Bob Vila and crew to fix the mess you’ve made.

(Unfortunately, turning to professional patent help after filing an application may significantly limit the
ability to salvage the value of your idea, but that is a discussion for another time.) Importantly, there
are ways to reduce costs of preparing the application. Best to start from the beginning:
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A Typical Inventor Meeting

After exchanging pleasantries, the inventor supplies a summary of the invention, which includes a
picture or drawing, a two-to-three paragraph written description, and a verbal description. While the
session is generally productive and provides the basis for the patent application, inevitably details that
are essential for a complete patent application are not discussed.

The costs of drafting the application increase, as all relevant aspects of the invention must be
extracted during follow-up conversations and as new details, drawings, or design documents drift in
from the inventor. Additionally, the inventor often is not readily available (due to other responsibilities)
to answer further questions, provide documentation, critique prior art, or even to review drafts of the
application. The effort required to integrate new information increases as the application nears
completion—not to mention that drafted patent claims to the invention may need to be reworked in
light of the new materials.

How do you avoid these costs?

o Generate a thorough written description of the invention, illustrative diagrams, and design
documents

o Be a resource for the patent attorney

e Respond to questions thoroughly and in a timely manner

e Gain and keep perspective

In my next several posts, I'll share some additional tips on how to avoid mounting costs by following
these four simple suggestions.
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