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I n July 2013, the Advisory Council for the US 
Court of Appeals for the Federal Circuit, a com-

mittee that includes Federal Circuit litigators, law 
professors, court clerks, and government attorneys, 
issued a “Model Order Limiting Excess Patent 
Claims and Prior Art.” Notable members of the com-
mittee include Chief Judge Rader and several promi-
nent district court judges, including Judge Leonard 
Davis of the Eastern District of Texas and Judge Lucy 
Koh  of the Northern District of California. The 
model order limiting excess claims in patent cases 
followed on the heels of an earlier model order con-
cerning e-discovery in patent cases promulgated by 
the similarly composed e-discovery committee. Chief 
Judge Rader had also worked with the Council to 
develop the e-discovery model order, which was 
released two years prior, in September 2011.

Soon after the most recent model order was 
posted to the Federal Circuit Advisory Council’s 
Web page, which is hosted on the Federal Circuit’s 
Web site, both orders were removed and replaced 
with a brief note stating that

[m]odel orders concerning e-discovery and 
limitations on claims and prior art were posted 
on the court’s website. Those orders have now 

been removed since the court has not spon-
sored or endorsed the orders. In light of the 
court’s determination, the advisory council 
should not be viewed as having sponsored or 
endorsed these orders on behalf of the court.1 

Of course, the Council had sponsored and appeared 
to endorse the orders, though apparently not on 
behalf of the Federal Circuit. What rules did the 
model orders propose and why were they removed?

Model Order Limiting E-Discovery 
in Patent Cases

The e-discovery model order had included the 
following provisions:

• Costs were “shifted for disproportionate ESI 
[Electronically Stored Information] production 
requests pursuant to Federal Rule of Civil 
Procedure 26.”2

• Email was not included under general ESI pro-
duction requests but, rather, required parties to 
propound specific email production requests on 
specific issues.3

• Email production requests were to be served 
only after an exchange of “initial disclosures 
and basic documentation about the patents, the 
prior art, the accused instrumentalities, and the 
relevant finances.”4
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• Email production requests were limited to “five 
custodians per producing party” and “five search 
terms per custodian,” beyond which the request-
ing party would bear the costs caused by such 
additional discovery.5

• Disjunctive search terms, such as “computer” or 
“system,” counted as two of the five search terms 
allotted, while conjunctive phrases (e.g., “com-
puter system”) counted as one.6

• Inadvertent production of electronic documents 
later asserted to be privileged or protected did 
not constitute waiver, and such inadvertently 
produced documents could not be used to chal-
lenge an assertion of privilege or protection.7

Model Order Limiting Excess Patent 
Claims and Prior Art

The second model limiting excess patent claims 
and prior art included the following provisions:

• Prior to claim construction, the plaintiff was to 
“assert no more than ten claims from each [ asserted] 
patent and not more than a total of 32 claims.”8

• The defendant was to respond with “no more 
than twelve prior art references against each pat-
ent and not more than a total of 40 references.”9

• After claim construction, the plaintiff was to 
reduce its claims by half, to “no more than five 
asserted claims per patent from among the previ-
ously identified claims and no more than a total 
of 16 claims.”10

• The defendant would then be required to do the 
same, by identifying “no more than six asserted 
prior art references per patent from among the 
prior art references previously identified … and 
no more than a total of 20 references.”11

• When the plaintiff asserted infringement of only 
a single patent, the per-patent limits for claims 
and prior art references would be increased by 
half.12

• “The parties are encouraged to discuss limits 
lower than those set forth in this Model Order 
based on case-specific factors such as commonal-

ity among asserted patents, the number and diver-
sity of accused products, the complexity of the 
technology, the complexity of the patent claims, 
and the complexity and number of other issues in 
the case that will be presented to the judge and/
or jury. In general, the more patents that are in the 
case, the lower the per-patent limits should be.”13

Both orders are “models” of simplicity, clarity, 
and judicial economy. The model order limiting 
excess patent claims and prior art has only four 
rules in total.

District Courts Grapple with 
the Model Orders

Despite their disavowal by the Federal Circuit, 
the short-lived model orders have had an appre-
ciable effect on district courts across the nation. The 
District of Oregon recently adopted the Council’s 
Model Order on E-Discovery in Patent Cases 
verbatim for all patent cases.14 Other courts have 
adopted the e-discovery model order with some 
modifications on a case-by-case basis.15

District courts also have been increasingly will-
ing to limit the number of asserted claims per pat-
ent, total claims per case, and defensively asserted 
prior art references.16 Judges also have cited the 
Model Order Limiting Excess Patent Claims and 
Prior Art as authority for reducing the number 
of asserted claims and prior art references.17  At 
the International Trade Commission, the Model 
Order Limiting Excess Patent Claims and Prior Art 
was referenced and included as an attachment to 
an order.18 Even after the order’s rejection by the 
Federal Circuit, litigants have continued to cite it 
for support.19

Recent Legislative Proposals 
for Patent Cases Include Some 
Provisions from the Model Orders

While the Federal Circuit’s reasons for disavow-
ing both of these model orders are unclear, it is 
perhaps not coincidental that Congress is now 
acting where the courts did not. There has been a 
flurry of recent legislative proposals aimed at curb-
ing abuse of the patent system by so-called trolls or 
patent assertion entities. Of particular interest here 
are the proposed limitations on e-discovery—the 
latest legislative draft limits the default number of 
electronic document custodians to five (though the 



parties may modify this number by mutual agree-
ment or the court may grant an additional five 
custodians on a showing of “distinct need”).20 As in 
the Federal Circuit Advisory Council’s e-discovery 
model order, when a party requests e-discovery 
beyond these limits, “the requesting party shall 
bear all reasonable costs caused by such additional 
discovery.”21 However, there are currently no pro-
visions in the leading draft legislation that would 
limit the number of asserted patents, claims, or 
prior art references, as the Advisory Council’s most 
recent model order had proposed.

Conclusion
Though these two model orders were only 

available for a relatively short time, courts and 
practitioners clearly took notice and have begun to 
implement the efficiency-promoting measures pro-
posed. Regardless of the Federal Circuit’s endorse-
ment (or lack thereof), district courts almost 
certainly will continue to adopt or adapt provisions 
similar to those of the model orders to increase 
efficiency and curb abuse in patent cases. Congress 
now appears likely to act as well, with recent draft 
patent reform legislation containing several provi-
sions overlapping with those of the model orders, 
though the scope of these reforms remains to 
be seen.
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