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KRISTIN M. MILES,

Plaintiff}. CIVIL ACTION NO.

s, | VERIFIED COMPLAINT

THERESA MUELLER and KARL WILDER,

Defendants.

o “INTRODUCTION 7~ -
Plaintiff Kristin M. Miles, DDS (“Dr. Miles”), by her undersigned attorneys, by
and for her complaint against the defendants Theresa Mueller and Karl Wilder, states as

follows:

NATURE OF ACTION
This is an action for trademark infringement and false designation of origin under
Section 43(a) of the Lanham Act, 15 U.S. §1125(a), and unfair competition under New
York State General Business Law §349. As set forth below, plaintiff is a provider of

dental services, mainly to children, in New York, who does business under the trademark
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MAJESTIC SMILES. Defendant Mueller, a competitor and former landlord and office-
suite-mate of plaintiff, with the aid of defendant Wilder, a marketing consultant, began
utilizing the names “"Majestic Smile Team” or “Majestic Smile Group” for the promotion
of defendant Mueller’s dental services, offered in the same geographic area as plaintiff.
Upon information and belief, defendant is promoting, marketing, offering for sale, and
selling dental services in an effort to mislead and confuse prospective purchasers.
Despite demands that they cease doing so, they have not stopped. Upon information and
belief, defendants’ actions are part of a deliberate attempt to divert sales away from

plaintiff. These actions will continue unless enjoined by this Court.

THE PARTIES
L. Plaintiff is an individual who resides in the City of New York and
maintains a professional practice at 101 Central Park West, New York, New York.
2. Defendant Mueller is an individual who maintains a professional practice
at 115 Central Park West, New York, New York B

3. Defendant Wilder is an individual residing at 66 W 85th St, Apt 4B, New

York, New York.

JURSIDICTION AND VENUE
4. This Court has jurisdiction over the subject matter of this action pursuant
to 28 U.S.C. §1331 and 1338. The Court has supplemental jurisdiction over the state law

claims under 28 U.S.C. § 1367(a).

FACTS

S. Plaintiff has been using the MAJESTIC SMILES trademark and name
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consistently and continuously since as early as March 2007 in association with the
provision of dental services, primarily to children, in the New York City area.

6. On October 25, 2007, the New York State Department of State certified
the mark MAJESTIC SMILES as registered with that Department for dental services,
pursuant to Article 24 of the New York General Business Law. A true copy of that
registration is attached hereto as Exhibit A,

7. On May 31, 2007, plaintiff entered into a lease for dental office space in
defendant Mueller’s dental practice.

8. The trademark MAJESTIC SMILES was originated by, and was unique
to, plaintiff, and was not used by defendant or, upon information and belief, any other
person prior to plaintiff’s adoption of it.

9. MAIJESTIC SMILES is a distinctive mark that plaintiff has chosen,
adopted and uses consistently to identify, promote and distinguish the unique dental
services that she offers to the public.

10. Dr. Miles haé rergpen‘cAiéa 7cdn:s‘idérrrerlrlralré timé, ef%oﬁ and mmoney in
developing, promoting and protecting the MAJESTIC SMILES brand, and continues to
do so.

1. Notwithstanding the foregoing, defendants have, without authorization,
and well after the adoption by plaintiff of the MAJESTIC SMILES mark, wrongfully
used the names “Majestic Smile Team” and “Majestic Smile Group” in the same
geographic area as plaintiff.

12. The names “Majestic Smile Team” and “Majestic Smile Group” for dental

services are confusingly similar to plaintiff’s MAJESTIC SMILES mark for dental
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services.

13. Beginning in early October, 2007, multiple copies of promotional
materials advertising defendant Mueller’s dental services as those of the "Majestic Smile
Group" and making reference to her practice as the "Majestic Smile Team" were prepared
and mailed by defendant Wilder. True copies of representative samples of those
materials are attached hereto as Exhibit B.

14, On October 24, 2007, Dr. Miles spoke with Dr. Mueller regarding this
matter, but defendants’ unauthorized use of the trademark did not cease.

15. More recently, on December 5, 2007, holiday correspondence and
"welcome to our practice" postcards utilizing the name "Majestic Smile Group" or
"Majestic Smile Team" were also prepared and mailed by defendants. True copies of
representative samples of those materials are attached hereto as Exhibit C.

16. On December 14, 2007, counsel for plaintiff transmitted correspondence
to each of the two defendants by certified mail and overnight courier, demanding that
fhey cease and desist their unaﬁAtggrrizeciusér of fheu ﬁA;ff;es “Majéstic Smile Team” andr
“Majestic Smile Group” and setting out the legal grounds for this demand. True copies
of each of the December 14, 2007 letters are attached hereto as Exhibit D.

17. Neither defendant replied to the December 14, 2007 letters.

18. On the contrary, four days later, defendant Mueller registered the domain
name MAJESTICSMILETEAM.COM. A true copy of the WHOIS information, showing
defendant Mueller as the registrant of that domain name as of December 18, 1007, is

attached hereto as Exhibit E.

19. Upon information and belief, defendants are continuing their unauthorized
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use of names confusingly similar to plaintiff’s MAJESTIC SMILES mark.

COUNT ONE
(Trademark Infringement)

20. Plaintiff repeats and realleges each and every allegation of the foregoing
as though fully set forth herein.

21. Defendants’ acts as alleged constitute trademark infringement in violation
of the Lanham Act, Section 43(a), 15 U.S.C. § 1125(a), all to the substantial and
irreparable injury of the public and of plaintiff’s business reputation and goodwill.

22, Plaintiff has no adequate remedy at law.

COUNT TWO
(Unfair Competition Under the Common Law)

23.  Plaintiff repeats and realleges each and every allegation of the foregoing
as though fully set forth herein.
24, Defendants’ aforementioned acts constitute unfair competition in violation

of the common law of New York State.

25 Plaintiff has been dér}iégéd 'by defendants’ aforementioned acts.
COUNT THREE
(Unfair Competition)
26. Plaintiff repeats and realleges each and every allegation of the foregoing

as though fully set forth herein.
27. Defendants’ aforementioned acts constitute unfair competition and unfair
deceptive acts or practices in violation of New York General Business Law § 349.

28. Plaintiff has been damaged by defendants’ aforementioned acts.

WHEREFORE, Plaintiff prays for an order of the Court:
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A.  Granting a preliminary and permanent injunction restraining defendants, and all

individuals acting in concert or participation with them, from:

——t

infringing plaintiff’s trademark rights;
2. unfairly competing with plaintiff;
3. utilizing the word “MAJESTIC” in any fashion in connection with the
marketing, promotion, sale or offering of dental services within 25 miles of
New York City; and
4. registering any domain name utilizing the words “MAJESTIC” and
“SMILE.”

B.  Directing defendants to use their best efforts to recall from all third parties any
and all marketing, advertising and promotional material used in connection
with their services.

5. Directing defendants to arrange for the transfer of any domain name utilizing
the words “MAJESTIC” and “SMILE” to plaintiff;

C Dlrectmg déféﬁdants to ﬁ.lreA w1th the Court‘ and ser{/eréririlrcounsel for plairirtgff:
within thirty days, after entry of any injunction issued by the court in this
action, a sworn statement as provided in 15 U.S.C. §1116 setting forth in detail
the manner and form in which defendants have complied with the injunction;

D.  Directing defendants to deliver up to plaintiff for destruction or other

disposition, within ten days of the entry of final judgment herein, any and all

infringing articles and any promotion, marketing, advertising and promotional
materials used in connection therewith, now or hereafter in its possession,

custody or control;
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E.  Directing defendants to account to plaintiff for any and all profits derived by
defendants from the sale of goods or services bearing the infringing trademark;

F.  Awarding plaintiff a monetary judgment against defendants for plaintiff’s
damages and defendants’ profits pursuant to 15 U.S.C. § 1117;

G.  Trebling the amount of such award on account of defendants’ willful,
intentional, and bad faith conduct pursuant to 15 U.S.C. § 1117,

H.  Awarding plaintiff its reasonable attorneys’ fees, costs and disbursements
incurred herein in view of defendants’ intentional and willful infringement,
pursuant to 15 U.S.C. § 1117; and

L. Awarding plaintiff such other and further relief as the Court may deem just and

UnialBD ooman

Ronald D. Coleman (RC-3875)

proper.

___.HOFFMAN POLLAND & FURMAN, PLLC_..
220 East 42™ Street — Suite 435
New York, New York 10022
212-338-0700
Attorneys for Plaintiff
Kristin M. Miles

Dated: February 11, 2008

VERIFICATION
STATE OF NEW YORK )

)
NEW YORK COUNTY )

Kristin M. Miles, under oath, deposes and says:
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1. Deponent is the plaintiff in the within action.

2. Deponent has read the foregoing Verified Complaint and knows the
contents thereof; and the same is true to Deponent's own knowledge, except as to the
matters therein stated to be alleged upon information and belief, and as to those matters
Deponent believes it to be true based on Deponent’s investigation.

/" KRISTIN M. MILES

Sworn to before me this

L/fﬁ th day of ﬁZf«an , 2008

(i) 5

Notary Public

D. Colemen
wwp.m State of Now York
No. 02C06152966
Qualtfied in New York County
Commission Explres Sept. 25,2010
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EXRHIBIT A
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Certificate of Service Mark Registration

I Daniel E. Shapiro, Sbea'al Deputy Secretary of State, do certify that the Service Mark described below and depicted
on the attached copy has been duly registered in this Department pursuant to Article 24 of the General Business
Law. This registration will remain in force for TEN years from the Date of Registration.

Registration Number: S§20239 Registration Date: 10/25/2007
Applicant: KRISTIN M. MILES, DDS

590 WEST END AVE., APT. PH-D

NEW YORK NY 10024-
State of Incorporation or NY

Partnership Organization:

Class Numbers: 42

Date First Used in NYS: 3/13/07 Date First Used Anywhere  3/13/07

Service Mark Description:

WIAJESTIC SMILES" - Two words used as my business name in advertising, on my website, business cards and stationery.

- —Description-of-Services:-——-——Dental services - private office.

WITNESS my hand and the seal of the State of New York In
the City of Albany on this:

Thursday, November 29, 2007

by:

Special Deputy Secretary of State

DOS-690 (Rev. 3/61)
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EXHIBIT B
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155 Central Dark West
NY NY 10023

As you continue in life, we continue to grow. We
‘are proud to announce the addition of ...

1. daturday Hours {emergency)

2. Pediatric Dentistey

3. Nutritional Counseling

4. Bolox and Tacial Fillers
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EXHIBIT C
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EXHIBIT D
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ROCKLAND COUNTY OFFICE GREAT NECK OFFICE

4 EXECUTIVE BLVD. SUITE 101 175 EAST SHORE ROAD, SUITE 120
MONTEBELLO, NEW YORK 10901 GREAT NECK, NEW YORK 11023
TELEPHONE: (845)918-1277 TELEPHONE: (516) 466-4333
FACSIMILE: (845) 369-0673 FACSIMILE: (845) 369-0673
e-mail; aKolber@KolberLegal.com e-mail: aKolben@KolberLegal.com

OF COUNSEL.:

DAVID LINN, ESQ.

December 14, 2007
Via Certified Mail, Return Receipt Requested
Via UPS

Dr. Theresa Mueller

115 Central Park West
New York, NY 10023

Re: Unauthorized Use of MAJESTIC SMILES ™

Dr. Mueller:

I represent Kristin Miles, DDS (“Dr. Miles” or “my client”) with respect to the enforcement of her
intellectual property rights.

As you are well aware, MAJESTIC SMILES ™ is the distinctive mark and name that my client owns
and has chosen, adopted and uses consistently to identify, promote and distinguish the unique dental
services that she offers to the public. Unauthorized use of the name “Majestic Smiles” or any similar
designation in connection with the provision of dental services in New York is a violation of her

It has recently come to my client’s attention that you have, for the second time to her knowledge,
intentionally and in bad faith made unauthorized use of her trade name and registered service name
MAJESTIC SMILES ™ in connection with your provision of dental services.

Specifically, on October 3, 2007 and on October 16, 2007, at your office, Dr. Miles observed multiple
copies of promotional materials advertising your dental services as those of the “Majestic Smile
Group” and referencing the “Majestic Smile Team” in the process of being mailed by your marketing
director, Karl Wilder. On October 24, 2007, Dr. Miles spoke with you regarding this matter. More
recently, on December 5, 2007, at your office, Dr. Miles observed holiday correspondence and
“welcome to our practice” postcards with the name “Majestic Smile Group” or “Majestic Smile Team”
displayed prominently and/or in the return address.

Such use constitutes unfair competition and a violation of my client’s intellectual property rights. My
client considers this to be a very serious matter in view of the substantial investment of time, effort and
money that she has made in developing, promoting and protecting the MAJESTIC SMILES ™ brand.

Dr. Miles has been using the MAJESTIC SMILES ™ mark and name consistently and continuously
since as early as March 2007, well in advance of your ever considering or using the name. Indeed, as
further evidence of your bad faith and intentional violation of my client’s rights, my client recalls
disclosing the name to you in one of your early sublease negotiation meetings in May 2007 and your
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remarking “that’s cute” when you heard and saw the name and how “you wished you had thought of
it.”

As you well know, “Majestic Smiles” appears on my client’s business card, letterhead, office-door sign
and in her promotional materials. It is her trade name and the major component of her business listing
in the telephone directory, her “doing business as” name registered with the City of New York, and her
corporate name registered with the New York Secretary of State. Dr. Miles has registered and
maintains the MAJESTIC SMILES ™ mark with the New York Department of State (registration no.
S520239). Itis the name under which she conducts her dental business. Dr. Miles has expended
considerable time, effort and money in developing, promoting and protecting the MAJESTIC
SMILES ™ brand, and continues to do so.

Your use of the word “Majestic” in conjunction with the words “Smile” or “Smiles” in any manner in
connection with the provision of dental services in New York is likely to lead to confusion on the part
of potential and existing dental customers as to the source of dental services provided. It may induce
others to deal with you and your practice in the mistaken belief that they are dealing with my client and
her dental practice (i.e., the person who gave and continues to give good reputation to the MAJESTIC
SMILES ™ brand). This bad faith usage constitutes trade name and service mark infringement and
unfair competition and irreparably damages my client’s business, reputation and the goodwill that she
has developed in the MAJESTIC SMILES ™ brand.

Unless you sign the enclosed undertaking and return it to me no later than December 3 1,2007, I shall
seck my client’s instructions to commence legal proceedings against you for, among other things, trade
name and service mark infringement and unfair competition.

In the event you choose not to sign the enclosed undertaking and legal proceedings become necessary,
Dr. Miles will claim all relief available to her at law and equity, including temporary and permanent
injunction, the greater of my client’s damages and your profits, pre- and post-judgment interest on such
amounts, and my client’s legal costs. My client will also bring your actions to the attention of the
disciplinary committees of both the New York County Dental Society and the New York State Dental
Association.

I look forward to receiving the signed undertaking from you by December 31, 2007.
A similar letter is being delivered to your marketing director, Karl Wilder.
Nothing set forth in this letter will serve to waive any rights or remedies my client may have in law or

in equity, all of which are expressly reserved.

Very truly yours,
LAW OFFICES OF ALLEN A. KOLBER, ESQ.

By: Allen A. Kolber, Esq.
AAK/sb



-
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UNDERTAKING

[ undertake that I and persons under my supervision or control

(1) will, no later than December 31, 2007, discontinue all use, display or advertisement of the
word “Majestic” in conjunction with the word “Smile” or “Smiles” in any manner whatsoever in
connection with my provision of dental services in New York, including, without limitation, any use,
display or advertisement of the phrases “Majestic Smile Group,” “Majestic Smiles Group”, Majestic
Smile Team” or “Majestic Smiles Team” in any stationery, business cards, advertising or promotional
materials, in the electronic media or otherwise,

(ii) will, no later than December 31, 2007, destroy all materials or media in my possession or
control using or displaying the word “Majestic” in conjunction with the word “Smile” or “Smiles” in
any manner whatsoever in connection with my provision of dental services in New York, including,
without limitation, stationary, business cards, advertising and promotional materials (including holiday
correspondence and new client postcards) including the phrases “Majestic Smile Group,” “Majestic

k213

Smiles Group”, “Majestic Smile Team” or “Majestic Smiles Team,”

(iii) will not use, display, advertise, register or apply to register any trade name, business name,
trademark, service mark or domain name, and discontinue any application to register a trade name,
business name, trademark, service mark or domain name, containing the word “Majestic” in
conjunction with the word “Smile” or “Smiles”
as a component of or the entirety of a trade name, business name, trademark, service mark or domain
name in connection with my provision of dental services in New York, and

(iv) will not challenge the use or registration by Kristin Miles, DDS or her affiliates of any
trade name, business name, trademark, service mark or domain name containing the word “Majestic”
in conjunction with the word “Smile” or “Smiles” as a component of or the entirety of a trade name,
business name, trademark service mark or domain name in connection with the provision of dental
services in New York.

Date:

Dr. Theresa Mueller
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ROCKLAND COUNTY OFFICE GREAT NECK OFFICE

4 EXECUTIVE BLVD. SUITE 101 175 EAST SHORE ROAD, SUITE 120
MONTEBELLO, NEW YORK 10901 GREAT NECK, NEW YORK 11023
TELEPHONE: (845)918-1277 TELEPHONE: (516) 466-4333
FACSIMILE: (845) 369-0673 FACSIMILE: (845) 369-0673
e-mail: aKolber@KolberLegal.com e-mail: aKolber@KolberLegal.com

OF COUNSEL.:

DAVID LINN, ESQ.

December 14, 2007
Via Certified Mail, Return Receipt Requested
Via UPS

Mr. Karl Wilder

115 Central Park West
New York, NY 10023

Re: Unauthorized Use of MAJESTIC SMILES ™

Mr. Wilder:

[ represent Kristin Miles, DDS (“Dr. Miles” or “my client”) with respect to the enforcement of her
intellectual property rights.

As you are well aware, MAJESTIC SMILES ™ is the distinctive mark and name that my client owns

and has chosen, adopted and uses consistently to identify, promote and distinguish the unique dental
services that she offers to the public. Unauthorized use of the name “Majestic Smiles” or any similar
___designation in connection with the marketing and promotion of dental services in New York.isa_ .
violation of her exclusive intellectual property rights in the MAJESTIC SMILES ™ mark and name.

It has recently come to my client’s attention that you, as marketing and promotional director for Dr.

Theresa Mueller, have, for the second time to my client’s knowledge, made unauthorized use of her

trade name and registered service name MAJESTIC SMILES ™ in connection with marketing and
promotional materials promoting Dr. Mueller’s dental services.

Specifically, on October 3, 2007 and on October 16, 2007, at the office of Dr. Mueller, Dr. Miles
observed multiple copies of marketing materials advertising the dental services of Dr. Mueller as those
of the “Majestic Smile Group” and referencing the “Majestic Smile Team” in the process of being
mailed by you. Dr. Miles spoke with you regarding this mailing. More recently, on December 5,
2007, at Dr. Mueller’s office, Dr. Miles observed holiday correspondence and “welcome to our
practice” postcards with the name “Majestic Smile Group” or “Majestic Smile Team” displayed
prominently and/or in the return address. Dr, Miles understands that the unauthorized materials she
observed were developed and produced by you in consultation with Dr. Mueller.

Such use constitutes unfair competition and a violation of my client’s intellectual property rights. My
client considers this to be a very serious matter in view of the substantial investment of time, effort and
money that she has made in developing, promoting and protecting the MAJESTIC SMILES ™ brand.
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Dr. Miles has been using the MAJESTIC SMILES ™ mark and name consistently and continuously
since as early as March 2007 — well in advance of any use by you or Dr. Mueller of similar names in
marketing and promotional materials and campaigns for Dr. Mueller.

As you are aware, “Majestic Smiles” appears on my client’s business card, letterhead, office-door sign
and in her promotional materials. It is her trade name and the major component of her business listing
in the telephone directory, her “doing business as” name registered with the City of New York, and her
corporate name registered with the New York Secretary of State. Dr. Miles has registered and
maintains the MAJESTIC SMILES ™ mark with the New York Department of State (registration no.
520239). It is the name under which she conducts her dental business. Dr. Miles has expended

considerable time, effort and money in developing, promoting and protecting the MAJESTIC
SMILES ™ brand, and continues to do so.

Your use of the word “Majestic” in conjunction with the words “Smile” or “Smiles” in any marketing
or promotional materials promoting Dr. Mueller’s dental services in New York is likely to lead to
confusion on the part of potential and existing dental customers as to the source of dental services
provided. It may induce others to deal with Dr. Mueller and her practice in the mistaken belief that
they are dealing with my client and her dental practice (i.e., the person who gave and continues to give
good reputation to the MAJESTIC SMILES ™ brand). Such usage constitutes trade name and
service mark infringement and unfair competition and irreparably damages my client’s business,
reputation and the goodwill that she has developed in the MAJESTIC SMILES ™ brand.

Unless you sign the enclosed undertaking and return it to me no later than December 31, 2007, I shall
seek my client’s instructions to commence legal proceedings against you for, among other things, trade
name and service mark infringement and unfair competition.

In the event you choose not to sign the enclosed undertaking and legal proceedings become necessary,
Dr. Miles will claim all relief available to her at law and equity, including temporary and permanent
injunction, the greater of my client’s damages and Dr. Mueller’s profits, pre- and post-judgment
interest on such amounts, and my client’s legal costs.

['look forward to receiving the signed undertaking from you by December 31, 2007.
Nothing set forth in this letter will serve to waive any rights or remedies my client may have in law or

in equity, all of which are expressly reserved.

Very truly yours,
LAW OFFICES OF ALLEN A. KOLBER, ESQ.

By: Allen A. Kolber, Esq.
AAK/sb
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UNDERTAKING

I undertake that I and persons under my supervision or control

(1) will, no later than December 31, 2007, discontinue all use of the word “Majestic” in
conjunction with the word “Smile” or “Smiles” in any manner whatsoever in connection with the
marketing and promotion of the dental services of Dr. Theresa Mueller in New York, including,
without limitation, any use, display or advertisement in any marketing or promotional materials or
campaigns in any media of the phrases “Majestic Smile Group,” “Majestic Smiles Group”, Majestic
Smile Team” or “Majestic Smiles Team”, and

(i) will, no later than December 31, 2007, destroy all materials or media in my possession or
control using or displaying the word “Majestic” in conjunction with the word “Smile” or “Smiles” in
any manner whatsoever in connection with the marketing and promotion of the dental services of Dr.
Theresa Mueller in New York, including, without limitation, stationary, business cards, advertising and
promotional materials (including holiday correspondence and new client postcards) including the
phrases “Majestic Smile Group,” “Majestic Smiles Group”, “Majestic Smile Team” or “Majestic
Smiles Team” .

Date:

Karl Wilder
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Registrant:
Dr.Theresa Mueller DDS
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this Data only for lawful purposes and that under no circumstances will you use this Data to:
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systems). The compilation, repackaging, dissemination or other use of this Data is expressly
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excessive querying of the WHOIS database or for failure to otherwise abide by these terms
of use. Network Solutions reserves the right to madify these terms at any time.
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