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Ronald D. ColemarRro hac vicg
HOFFMAN, POLLAND & FURMAN, PLLC
220 East 4% Street, Suite 435

New York, NY 10017

212-338-0700

Attorneys for Defendants

UNITED STATES DISTRICT COURT
DISTRICT OF ARIZONA
Designer Skin, LLC, an Arizona limited Case No.: CV05-3699-PHX-JAT
liability company; Splash Tanning Products,
LLC, an Arizona limited liability company;

Boutique Tanning Products, LLC, an Arizona
limited liability company,

Plaintiffs, DEFENDANT AND
COUNTERCLAIMANT Sé&L
VS. VITAMINS, INC. PROPOSED
FINDINGS OF FACT AND
S&L Vitamins, Inc. d/b/a Body Source d/b/a CONCLUSIONS OF LAW

thesupplenet.com, a New York corporation;
and Larry Sagarin, an unmarried individual,

Defendants.

S&L Vitamins, Inc. d/b/a Body Source d/b/a
thesupplenet.com, a New York corporation,

Counterclaim Plaintiff,
VS.
Designer Skin, LLC, an Arizona limited
liability company; Splash Tanning Products,
LLC, an Arizona limited liability company;
Boutique Tanning Products, LLC, an Arizona
limited liability company,

Counterclaim Defendants.

Defendant and counterclaimant S&L Vitamins, Inc. d/Bady Source d/b
thesupplenet.com, a New York corporation (“S&L”") andf@nhdant Larry Sagarin individug

respectfully submit these proposed findings of fact andlusions of law following the trial befq
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the Court and an advisory jury on the merits held onJb\i6, and 17, 2008.

l. PROPOSED FINDINGS OF FACT

Background

1. Plaintiff Designer Skin, LLC and the other plaifgi{collectively, “Designer Skin
are manufacturers of certain indoor tanning prod@&#sDoc. # 76 at 1.

2. Designer Skin distributes its products through independstntbaitors.See id.

3. The relationship between Designer Skin and its diswiisus governed by the tef
of a distributorship agreement, which limits the distrdss’ ability to resell Designer Skip
productsSee id.

4. S&L is an internet resellefee idat 2. It purchases Designer Skin products in
and then resells it on its websites at a discounted. [@a=id.

5. S&L began selling Designer Skin products on its websitembieg in 2004 See iq

6. S&L purchases Designer Skin products directly from tannif@nsaand does n
purchase these products from Designer Skin distribus@eDoc #76 at 2.

7. On its websites, S&L displays thumbnail images of Desigkin’s products for s
and identifies those products by using Designer Skin’s trattsm8ee id.

The Civil Action

8. On November 14, 2005 Designer Skin filed this action clainsagimon-lay
trademark infringement, state statutory trademark infringenoeder Arizona law, fede
trademark infringement under the Lanham Act, trademark diutampyright infringemer
intentional interference with contractual relatioasg unfair competitionSee id.

9. On April 5, 2007 S&L filed counterclaims for unfair compietitand for declaratg
judgments of noninfringement of trademark and noninterferembecontract.See id.

10. On May 19, 2007 the Court issued an Order granting in part andndeinypar

Designer Skin’s Motion for Summary Judgme$ee idat 19.
pase 2:05-cv-03699-JAT Document 122  2Filed 08/21/2008 Page 2 of 29
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11. The Court’s findings of fact and conclusions of lawfsgt in the Court’s Order
May 20, 2008 are incorporated herein.

12.  Assetforth in the Court’s Order of May 20, 2008, summadginent was granted
Defendants on all of Designer Skin’s claims in thiseeascept for (1) copyright infringement &
the “electronic renderings” created by Designer Skillaged in the Complaint and defined by
Court in that Order and (2) unfair competition under Arizawg which remained the only t
claims to be determined at tri&ee idat 20.

13. The Court granted summary judgment to S&L Vitamins onatsmterclaims fq

14.  The copyright infringement alleged in the Complaintk@ban long before t
registration of the any relevant copyright by Desigsien.

15. At trial, following the close of plaintiffs’ evidencéé¢ Court granted Defendar
motion pursuant to Fed. R. Civ. P. 50 to dismiss Desigkier's claim for statutory damages on
ground that Section 412 the Copyright Act does not prowidsuich damages for infringement
began prior to the date of registration of a copyrighich motion was unopposefieeExcerpte
Transcript of Proceedings re: Oral Argument re Rulsl&fion held on 7/16/08 before Judge Jg
A Teilborg at 18-19, 34 (“Excerpted Oral Argument re Rule 50idMd}; Doc #98.

16. Upon Defendants’ motion at that time, the Court alstemd that portion of t
testimony of Beth Romero, Designer Skin’s chief exeeutificer, that was proffered as relatin
damages be stricken, on the grounds that her testimosmpfthe nature that would have sin
invited rank speculation on the part of the finder of,faets bereft of any connection, as a matt
relevance, to the claims against Defendants being titecit 12, 12-19.

17.  There was no evidence of the economic value or daseating a single one of

electronic renderings at trial.

ase 2:05-cv-03699-JAT Document 122  3Filed 08/21/2008 Page 3 of 29

declaratory judgment of noninfringement of trademark and benfi@amence with contracgee id.

RA

24de

pf

to

S to

—+

he

VO

=

Its’

the
that
d

Imes

gto

ply

er of

its

18. Designer Skin did not present evidence of an econoamoection between any




O© 0o NN O A~ W NN

|1 I N R N R S N S S U e e e T T e S S S S
N U k= W N RO VO NN N Ul Wy R, O

g

Document hosted at JDSUP
http://www.jdsupra.com/post/documentViewer.aspx?fid=d9102d57-678d-48e2-8a51-ce5cf36(

expenditure made by it in connection with the preparati@s electronic renderings and the sa
S&L of genuine Designer Skin merchandise utilizing saadges.

19.  Attrial, Designer Skin established, by the testimony éde\&hawl, a graphic art
in its employ, that the electronic renderings of DesigSkin's merchandise constitute an i
graphic presentation of Plaintiffs’ products, and that gresi Skin’s purpose in creating i
utilizing such works is to increase sales.

20. The evidence at trial, including the testimony of Desigher Switness Mike Shav
established that the only way Defendants could have gaicedsaio the electronic renderings
purposes of copying them was via the Designer Skin website

21. Plaintiffs did not place a copy of the website allegedhdoe been accessed
Defendants, and in which they claimed copyright as alaylinto evidence.

22.  Plaintiffs did enter into evidence images of certécteonic renderings, testified
by Mike Shawl as constituting some of Plaintiffs’ eledic renderings found on Designer §
website at the time Defendants were alleged to hapeddhem. There was no corroborg

documentary or other evidence of his recollection abdset dates.

S&L was genuine and had been supplied to the market valyritg Designer Skin at a pri
acceptable to Designer Skin.
24.  Attrial, Designer Skin's chief executive officer, B&bmero, admitted that it ma
a profit on the sale of its merchandise, which issdo@e merchandise subsequently purchasq
sold on the Internet by S&L.
25.  Designer Skin presented the testimony of only two g#as, Mike Shawl and B
Romero, its own employees, at trial.
26.  Designer Skin did not call defendant Larry Sagarinpgrapresentative, employ

or officer of defendant S&L, to the stand or otherwilbe@ any testimony by any defendant g
pase 2:05-cv-03699-JAT Document 122  4Filed 08/21/2008 Page 4 of 29
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representative in the trial record.

27. Designer Skin presented no proof to counter the inferencegate the possibiljty

based on the foregoing that the activities of S&L resuih, and continue to result in, incregsed

sales of Designer Skin products and additional profit.

28.  Designer Skin proved no damages or harm of any kind winasat trial.

29. Designer Skin did not identify a single distributorratlt

30. Designer Skin offered no proof at trial that any dmttor had ever execute
distribution agreement.

31. Designer Skin offered no proof at trial that any oflistributors had complained

the activities of S&L.

0 a

of

32.  Designer Skin offered no proof at trial that any ofligributors had been harmed by

the activities of S&L.

33. Designer Skin offered no proof at trial of lost, foragar reduced licensing fees,

royalties or other income or revenue attributable eodbpyrighted works alleged to have heen

infringed, or that it had ever licensed, collected rogalar enjoyed income or revenue by explgiting

those works. See id. at 34-36.

34.  Attrial, Designer Skin offered no expert testimongstablish a basis for a claim of

damages, including lost profits or “brand equity,” of anst.so

35.  Designer Skin established no evidentiary basis to conngebgoenditure it made|to

any of its copyrighted works as opposed generalized expimcsesed in connection with prod
development, marketing and distribution. See id.

36. Designer Skin established no evidentiary basis at trialtogh a fact finder cou
determine which revenues of S&L or expenditures by Deslgkiarmay be attributable to copyri
infringement, as opposed to sales of merchandise thagsicopyright-protected label art. Seg

37.  Attrial, Designer Skin’s chief executive officer BethiiRero admitted that Desig
ase 2:05-cv-03699-JAT Document 122  5riled 08/21/2008 Page 5 of 29
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Skin seeks to end discount sales of its products on tbenét.

38. Designer Skin proved no pattern of infringement of DesigSkin's registers
copyrights by S&L at trial.

39. Designer Skin did not prove at trial that S&L carelpected to continue to infrin
any of Designer Skin’s new copyrighted material.

40. Designer Skin proved no actual damages at trial. Se 341

41. Regarding their claim of unfair competition, Defendgresent no testimony or of
evidence regarding confusion, actual or likelihood; nortesty regarding their allegations of f
association between Defendants and their productestimbny regarding what actual effect
possibly have arisen from the juxtaposition of Defenslanx@mpany logo with images of Plainti
bottles and the sale of those bottles

42. At the close of the Plaintiffs’ evidence, the Courtrgeal Defendants’ moti
pursuant to Fed. R. Civ. P. 50 dismissing Designer Skiaisndor actual damages. See id.;

#98.

following the close of plaintiffs’ evidence dismisgiBesigner Skin’s unfair competition claim

matter of law. See Excerpted Oral Argument re Rule 50dviait 36-38; Doc #98.

of defendant S&L, had the ability to supervise its agtiiad a financial interest in the activitie
S&L, or that he personally participated in those aitigi

45.  The Court therefore granted Defendants’ motion pursuafetb R. Civ. P. §
following the close of plaintiffs’ evidence to dismisdeleant Larry Sagarin as a Defendant
matter of law. See Doc #98.

46.  After the Court’s Rule 50 oral order the only remainingiesfor trial concerne

whether S&L had infringed Designer Skin’s copyrightsts electronic renderings and, if
ase 2:05-cv-03699-JAT Document 122  griled 08/21/2008 Page 6 of 29
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whether an injunction would issu8eeExcerpted Oral Argument re Rule 50 Motion at 38; Dog

47.  Defendants put on no evidence and retired following thet@dRule 50 rulings, a
counsel shortly thereafter gave their summations, afi@h the Court’s charge to the advisory,
followed.

The Copyrights at Issue

48.  The parties stipulated to Designer Skin’s ownership astexged copyrights for
“dimensional artwork,” i.e., the label art, used orpitsducts.SeeFinal Pretrial Order 11(g).

49. Because registration of a copyright claim is a jucisonal predicate for maintaini
an action for infringement under 17 U.S.C. 8411(a), the oniingément claim before the Cd
was the claim for infringement of Designer Skin’s alecic renderings and not, as originally p
Designer Skin’s infringement claims pertaining to theétem descriptions of its products that ap
in its various marketing products, including its webssteeDoc. # 76 at 11-12.

50. No copyright registration for Designer Skins’ elecdimrenderings themselves
other documentation that would tend to prove such reg@travere entered into evidence at {

51. The parties stipulated to the fact that “Designer Skmalso copyrighted its web
and product menu.’SeePretrial Order  1(g).

52.  Atfter the close of evidence and the Court’s chargeadvésory jury retired and, ug
reaching a verdict, returned an advisory verdict of dgpyrinfringement (Count Six of t
Complaint) by Defendant S&L of Plaintiffs’ copyrights the electronic renderings createq
Plaintiffs, as defined and limited by the Court’s Order datay 20, 2008, of Designer Ski
products styled Ultimate Love Junkie, Secret Rapture,vakvbheer Wisdom, Ray of Lig
Vanishing Act, Designer Skin Intrigue, Tao, Designer $kaod, Designer Skin Worship, Wors
Me, Designer Skin Goddess, Halo, Designer Skin SpelthoDesigner Skin Speed of Lig
Designer Skin Shine, Designer Skin Saving Face, Amazing, Raiclicted to Love, Designer S

Drama Queen, Enamor, Flare, Undercover Angel, Desigikia Bombshell, Designer Skin Belig
pase 2:05-cv-03699-JAT Document 122  7Filed 08/21/2008 Page 7 of 29
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Splash Get Down Brown, Ritual, Shrine, Dolce, WhisMaritas, Boutique Bronze Camouflg
Bohemia, Bronze Bondage, Smolder, Siren, Angel, Gader, Ego Maniac, Triple Play, Spl:
Hustle and Bipolar. See Doc #107.

53.  The advisory jury’s verdict also found no copyright infringgm(Count Six of th
Complaint) by Defendant S&L of Plaintiffs’ copyrightsthe electronic renderings as defined
limited by this Court’s Order dated May 20, 2008 created by Hfaiof Plaintiffs’ products stylg
The Big O, Pure Intentions, Freedom, Choc-o-holic, Daddi{floozy, Fortune, Boutique Blog
Secret Stash, Try Me, Faker and ShamelessidSee

Il. PROPOSED FINDINGS OF LAW

Dismissal of Defendant Larry Sagarin

1. "The test for finding a corporate officer jointly and sey liable with hig
corporation for copyright infringement is whether tifiicer has the right and abil
to supervise the infringing activity and also has a dineetntial interest in su
activities."

Coogan v. Avnet, Inc2005 U.S. Dist. LEXIS 25336 (D. Ariz. Oct. 24, 2005).

2. At trial, Plaintiffs presented no proof that Defendaatrly Sagarin was a corpot
officer of Defendant S&L, or that he had the right dwliy to supervise th
infringing activity, or that he had a direct financialrest in such activities.

3. All Designer Skin’s claims against defendant Larry Sagfailed as a matter of Ig

Dismissal of Unfair Competition Claim

4. In AJF Eng'g, Inc. v. Wad2007 U.S. Dist. LEXIS 19308 (D. Ariz. Mar. 15, 20
decided last year in this District by Judge McNamee, thet@onsidered twinng
allegations of copyright infringement and unfair compatitunder Arizona lay
similar to those of Plaintiff here. Upon finding thia¢ tunfair competition claims (

in fact arise from the same facts as the copyrigging the Court dismissed 1
ase 2:05-cv-03699-JAT Document 122  griled 08/21/2008 Page 8 of 29
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former under controlling Ninth Circuit precedent, wigfithat “under Ninth Circy

jurisprudence, to survive preemption, the state claim mpragect rights that are

—+

qualitatively distinct from the rights of the Plaiftilling under the Copyright Adt .
. . The state claim must have an extra element wthamges the nature of the
action.”
5. The“extra element” presumably urged by Plaintiffs hetlbaesclaim that “by affixing
its logo to Designer Skin’s images, S&L has creattedse association of itself wjth
Designer Skin which is actionable as unfair competition
6. Such a “false association” claim is nothing but an mefampetition claim sounding
in trademark, as it must be: “This Circuit has coesidy held that state common
law claims of unfair competition ... are ‘subsially congruent’ to claims mage
under the Lanham Act.Cleary v. News Corp30 F.3d 1255, 1262-1263 (9th Cir.

Cal. 1994).

=

7. Basically this same theory was argued in connection Riglintiffs’ trademar,

e

claims and at oral argument on the summary judgmenomalaintiffs concede
as the Court believes they must, that the affixing @feDdants’ logo on or near the
Designer Skin marks did not create a likelihood of austoconfusion.
8. If that is the case, neither can it can be arguedffiring of the logo on or near the
images could create a likelihood of confusion either.
9. Alternatively, and now having heard the evidence and se@vidience and seenithe
website presentations, the Court finds that the politcdy@aesigner Skin's prodyct

images on the website next to the S & L logo cannase&any confusion that

14

somehow S & L is associated with Designer Skin or soaalled authorized
distributor.

10. Such use of these logos and images is no different fréaintiffs’ product had
ase 2:05-cv-03699-JAT Document 122  9Filed 08/21/2008 Page 9 of 29
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been sold on the Macy's or Nordstrom's website witldbtoom's and Macy's log
sprinkled throughout. That would not be the basis folaancof confusion. An
obviously, retailers and Internet purveyors of productsgaimg this regularly ang
cannot and should not be actionable.

For the foregoing reasons, Plaintiffs’ claims for unf@mpetition fail as a matte

law.

12.

13.

14.

15.

16.
ase 2:05-cv-03699-JAT  Document 122 1Biled 08/21/2008 Page 10 of 29

Defendants raised the issue of the Court’s subjecemattsdiction over Plaintiffs
copyright claims shortly before the trial pursuant to FRedCiv. P. 12(h)(3), whig
provides: “Whenever it appears by suggestion of the partietherwise that t
court lacks jurisdiction of the subject matter, thaertshall dismiss the action.Se
Doc. # 91.

Under the Copyright Act, no action for infringement gbgoght “shall be institutg
until preregistration or registration of the copytiglaim has been made.” 17 U.
8411. Thus registration of copyrights is a jurisdictiorglirement for institution
an action for infringementSee Perfect 10 Inc., v. Amazon.com,, €8 F.3d 114
at 1154, n.1.(9 Cir. 2007)
The Complaint in this action was filed on November 14, 2@608.,it is undisputg
that the subject copyrights are dated effective June 30, 28@6éDoc. # 91, #9
Thus the Complaint was filed seven months prior to rgistration of th
copyrights.

Plaintiffs did not seek to amend the Complaint at ame tprior to submitting
response to Defendants’ “suggestion” pursuant to the Caurdtés instructing th
Plaintiffs file a responseSeeDoc. #92, #93.

Defendants urged dismissal of Plaintiffs’ copyrightraks, based in part on a reg
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holding by the United States District Court for the Fatl@ircuit in a copyrigh
case. That court held that deeming a Complaint amendedugplemented
virtue of a subsequent, post-pleading registration of colpgigs inappropriat
Walton v. United State80 Fed. Cl. 251, 264 (Fed. Cl. 2008)¢cord Wellness Puli
v. Barefoot 2008 U.S. Dist. LEXIS 1514, at *32 (D.N.J. Jan. 8, 2008).
Defendants noted that while amendment is proper to detbumacorporate acty
jurisdictional facts into a pleading, it should notused to incorporate post-fili
factual developments retroactively into a pleadmgnc pro tuncto “creat
jurisdiction,” relying orNewman-Green, Inc. v. Alfonzo-Larra#90 U.S. 826, 8]
(1989) (“81653 speaks of amending ‘allegations of jurisdictiohittvsuggests th
it addresses only incorrect statements about jurisditt@ractually exists, and
defects in the jurisdictional facts themselves”) badris v. Garner 216 F.3d 97
983-984 (11th Cir. 2000). Defendants insisted that Plaintifisample opportun
to move for amendment of their Complaint betweenréggstrations’ issuance
June of 2006 and the week of trial in July of 2008 but did not deesothrough th
process of preparing the joint proposed pretrial or@&eeDoc. # 91.

In response, Defendants cited authority for the genespbgition that a Court m
authorize a Rule 15(a) amendment to cure any “technicaietety,” which the
argued characterized the situation h&eePositive Black Talk Inc. v. Cash Mo
Records Ing.394 F.3d 357 (8Cir. 2004);M.G.B. Homes, Inc. v. Ameron Hon
Inc., 903 F.2d 1486 (i’iCir. 1990);Proven Methods Seminars, LLC v. Amer
Grants & Affordable Housing Institute, LL619 F.Supp.2d 1057 (E.D. Cal. 20
Zito v. Steeplechase Films, In267 F.Supp.2d 1022 (N.D. Cal. 2003gmetriade
v. Kaufmann680 F.Supp. 658 (S.D.N.Y. 1988%eeDoc. # 93

After considering the submissions and arguments of couhseGourt declined
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dismiss the Complaint pursuant to Fed. R. Civ. P. 12[(Jweasoning that the Nir
Circuit Court of Appeals, which has not ruled on this questi®rapplied to tf

jurisdictional requirements of 17 U.S.C 8§ 411, nonethelesddwnot approve

RA

24de

ith

ne

Df

dismissal under these circumstances, even abgerglg,tor even emergent, motion

to amend by Plaintiffs and despite that statute’sigéaiguage Seg e.g.,Campbe
v. Redding Med. Ctr421 F.3d 817, 824-825 (9th Cir. 2005) ¢ui tam action
permitting “a placeholder complaint filed by a nongaral source [to] divest t
court of jurisdiction over a complaint appropriately dilby an original sour
[would] thwart[] the intent of Congress”But seeSnell v. Cleveland, Inc316 F.3
822, 828 (9th Cir. 2002) (primary purpose of courts’ authority totgeave t
amend a complaint to cure defective allegations ofdigti®n is for correction

incorrect factual statements about extant jurisdictioiting Newman-Green, In
Based on the foregoing, the Court deemed the Compitaérided and supplemer
for purposes of alleging registration of Designer Skinjsycghts and establishi
subject matter jurisdiction under 17 U.S.C § 411.

This does not end the inquiry as to jurisdiction, howeWestill must be determin
whether all of Designer Skin’s copyright claims de=med incorporated into
amended and supplemented Complaint, or only some of theithis regard th
Court has the advantage, unlike when the issue wasdraiser to trial, o
consideration of the evidence stipulated to by the pamete proofs establishe
trial.

It is undisputed that the “label art” copyrights settHoin the Complaint we

7

ted

the

e

i at

re

properly registered.SeeFinal Pretrial Order Y1(g). This raises the questipn o

whether the Court has jurisdiction over all copyrigiésmed by Plaintiffs, includi

those not registered, as will be discussed further beldWwe Ninth Circuit ha
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recently ruled that “[o]nce a court has jurisdictiover an action for copyrig
infringement under section 411, the court may grant injuaatdief to restra
infringement of any copyright, whether registered or gistered.Perfect 10, Inc.
Amazon.com, Inc508 F.3d 1146, 1154 (9th Cir. 2007).

Closer consideration suggests another result, howdwekiuchnick v. Thoms
Corp. (In re: Literary Works in Elec. Databases Copyrightd-jii509 F.3d 116, 11

(2d Cir. 2007), the Second Circuit explained, in distinguiskiegNinth Circuit’

holding inPerfect 10, Ing.that even where injunctive relief against infringe negnt

RA

24de

ht

n

V.

DN

\"2

an unregistered copyright is available, “that religifrigperly limited to situations | . .

where a defendant has engaged in a pattern of infringerine plaintiffs registers
copyrights and can be expected to continue to infringe awpyrighted materi

emanating in the future from the plaintiff. . . . Thatt of prophylactic relief furthg

d

al

prs

the purposes of the Copyright Act generally and doésimdermine the intended

effect of section 411(a).”

The Second Circuit’s analysis is based on the factha two cases cited by
Ninth Circuit for support on this poirRacific & Southern Co. v. Duncai44 F.2
1490, 1499 (11th Cir. 1984) (“this is a classic case, then, atanhangement and
substantial likelihood of future infringements”) a@tan Mills Inc. v. Linn Phot
Co, 23 F.3d 1345, 1349 (8th Cir. 1994) (“Olan Mills presented evidehtceno
Photo's past infringement and of the substantial liketihof future infringemer
Olan Mills further asserted that it had no adequate rgraethw”).
Unlike the systematic infringement shownRacific & Southern Coand Ower
Mills, and the massive and essentially automated infringennd?egect 10, Inc(‘g
copyright owner's efforts to stop an Internet seargjine from facilitating access

infringing images”), here Designer Skin has proved nedlpattern of infringeme

the

—

N

5 10

nt
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28.

29.

30.

31.

32.
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of Designer Skin’s registered copyrights nor that &b be expected to continuge to

infringe any of Designer Skin’s new copyrighted material

For these reasons, the ruléRafifect 10, Incdoes not apply here, and the Court1

inds

that it has jurisdiction only over those copyrightdeisigner Skin set forth in the

Complaint and which the Court as fact-finder has an adefaaigto determine g
factual matter have been registered.
As to which copyrights are included in this formulatiris, again, undisputed tl
the “dimensional art,” i.e., product label copyrights forth in the Complaint weg
registered by PlaintiffsSeeFinal Pretrial Order 11(g).

In contrast, both in its Fed. R. Civ. P. 12(h)(3) submissind throughout the tri
Defendants have argued that because the trial recordi®mio certificate
copyright registration for the electronic renderings, Court has no jurisdiction o
Designer Skin’s copyright claims based on infringema&nsuch copyrights,
opposed to Plaintiffs’ registrations for the “dimensibart,” i.e., its product labe
Plaintiffs, in contrast, have asserted the existentgeategistration of copyright f
their website repeatedly in filings with and represeoa to the Court and at tr
SeeDoc. #66 at 3, lines 10-11; Excerpted Oral Argument re Ruld@n at 20, §

20.

sa

nat

al.

Indeed, Plaintiffs’ counsel represented in correspondertbe ICourt that “Designer

Skin’s registration of its entire web site providepyright protection to all of tf
unique and original features of the web site (of which sditleeamages at issue
a feature).”

Plaintiffs offered testimony at trial that the “Desey Skin website” was registe
with the Copyright Office.

In fact, the parties’ joint stipulation of facts ihet Final Pretrial Order stat

ne

are

red

es,
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35.
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“Designer Skin has also copyrighted its web site andysromenu.” Pretrial Order at

11(9).

To the extent this question bears on the Court’s subjatter jurisdiction over a
of the claims herein, however, neither stipulation byptmties or any form of waiy
are of any relevance. “When jurisdiction may not exist the court must raise
issue even if the parties are willing to stipulate to fedgmisdiction.” Harris v
Provident Life and Accident Ins. C@6 F.3d 930, 932 (9th Cir. 1994). Evenw
no party disputes a court's jurisdiction, “the court nsy insist that th
jurisdictional facts be established or the case beisis®a, and for that purpose

court may demand that the party alleging jurisdictionifjustis allegations by

preponderance of evidenc®tNutt v. General Motors Acceptance Cog98 U.S.

178, 189 (1936).

Regarding copyright, “As with any federal statute, Cesgrcontrols if and wh
courts attain subject matter jurisdiction in a dispuites axiomatic that subjg
matter jurisdiction, which gives courts the power to adpie cases, cannot
waived. “Where a party attacks the factual basis forestilonatter jurisdiction, t
court does not presume the truthfulness of factual alagatn the complaint, b
may consider evidence to resolve disputed jurisdictidaels. La Resolan
Architects v. Clay Realtors Angel Fjrd16 F.3d 1195, 1198 (10th Cir. 20

(citation omitted).

The term “copyrighted” in the stipulated facts itsé¢ieds no light on whether

copyright was registered, because the Copyright Aes dot require registration
a work to be protected by copyright, i.e., “copyrighté&te&l7 U.S.C. § 408. Ev,
courts use the term “copyrighted” to refer to unregesteworks. Seg e.g,

Denenberg v. Berma2002 U.S. Dist. LEXIS 20490 (D. Neb. 2002) (“infringen

ny
er

the

here
e
the

a

en
ct

be

ut

a

05)

nent
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7

of unregistered copyrighted photograph&gne Perez & Assocs. v. Almeitia9¢
U.S. Dist. LEXIS 15143 (S.D. Fla. 1996) (“defendant had videatgg@intiffs
copyrighted news programs . . . Upon learning of defendaciigities, plaintiff
obtained the tape, registered its copyright, and broughattion”);United Statgs
Media Corp. v. Edde Entertainment, Int998 U.S. Dist. LEXIS 10985 (S.D.N}Y.
1998) (“Edde would routinely purchase and sell copyrightesfif the copyrights
were unregistered”).
36. The use of the phrase “has also copyrighted” in timalRPretrial Order is also
considered by the Court, as fact-finder, in light ofute at the tail-end of a
paragraph in the Final Pretrial Order explicitly listing ethesigner Skin copyright
registrations — i.e., the label art — stipulated tothmy parties, which unlike the
“website” copyright registration claimed by Design&irSare designated by their
respective titles and registration certificate numbers.
37. In fact, Plaintiffs’ Statement of Undisputed Facts sutedias part of their motipn
for summary judgment does not claim registration efdbpyright for their website,
either in the section headed “DESIGNER SKIN'S INTELLECAL PROPERTY]
or elsewhere.SeeDoc. #53. Neither does the affidavit of its chief exa®utifficef
submitted as part of that motion, Beth RomeseeDoc. #53-3.
38. No “website copyright” was put before the advisory juag the form of verdict
indicates. SeeDoc. # 107.

39. Contrasted with the comprehensive documentation and desergftall Designe

-

Skin’s other relevant copyrights, the lack of previoderences to such a copyright
in written submissions to the Court on Designer Skmgtion for summary
judgment, and Plaintiffs’ choice of the phrase “wasycmhted” in the Final Pretr|al

Order, the Court finds that any testimony regarding tedien of such copyright|is




O© 0o NN O A~ W NN

|1 I N R N R S N S S U e e e T T e S S S S
N U k= W N RO VO NN N Ul Wy R, O

40.

4].

42.

43.

Document hosted at JDSUP
http://www.jdsupra.com/post/documentViewer.aspx?fid=d9102d57-678d-48e2-8a51-ce5cf36(

entitled to little weight.See e.g.,Derminer v. Kramer386 F. Supp. 2d 905, 9
(E.D. Mich. 2005)Denenberg v. Bermag002 U.S. Dist. LEXIS 20490, at **10-
(D. Neb. 2002)Miller v. CP Chems 808 F. Supp. 1238, 1241-1242 (D.S.C. 1§
For these reasons, while the Court has no basis to Sugiget Plaintiffg
representations of and testimony regarding the existenaeagistration for th
Designer Skin website are false, Designer Skin hasabits burden of establishi
by a preponderance of the evidence, the jurisdictionaltfedttcopyright in th

Designer Skin website is registere&ee McNutt 298 U.S. at 189 (“the court n

RA

24de
11
11

)92).

e

g,

e

ay

demand that the party alleging jurisdiction justify hlegétions by a preponderance

of evidence”).

As a result, any copyright for the Designer Skin vitebs not of record in th
matter and the Court’s ruling deeming the Complaint amenutkdiwgpplemented
incorporate copyright registrations of Designer Skin caiamol does not inclu
incorporation of any “website” registration into the Guaint as amended.

Besides any jurisdictional issue, the absence fronreberd of any copyrig

is

e

ht

registration documentation for a copyright claimediratire website of undefined

date makes it impossible for any fact finder to deterthieeontent of the copyrig
claimed to have been infringed.

Indeed, Doc. #93, the letter in which Plaintiffs’ couressderts registration of {

jht

he

Designer Skin website contains an acknowledgment ofagaeness of that claim,

referring obliquely to “some of the images” on the web@ stating “Design
Skin’s registration of its entire web site providepyraght protection to all of tk
unique and original features of the web site (of which sditleeamages at issue
a feature).” Even at this juncture, Plaintiffs coutat or would not specify tk

precise nature of what was contained in “Designer Skegsstration of its enti
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web site.”
Because of this vagueness, Plaintiffs’ claims basedpyright in the Designer Si
website are comparable to those presented by the coéilteinv. The Ghoulig
Gallery, 2008 U.S. Dist. LEXIS 12238, at **20-23 (S.D. Cal. Feb. 19, 2008}%K
was also a claim for copyright based on the alleg&éthgement of copyright in
website. In contrast to Plaintiffs here, the pldinti Allen did have a registrati
certificate, but little more, as the decision explains
Apparently the only discovery Plaintiff produced relevarttis copyright
was a copy of the registration certificate thaelisthe name of the website
and the nature of the work as "audiovisual material.hélger produced
any evidence of what he actually copyrighted. . . . ¢[Qlourt afforded
him every opportunity to present evidence, any evidence, of exeatly,
constituted his copyrighted work. . ..
Plaintiff continued with his copyright claim despitever identifying or
producing any evidence of an actual copyright in discoveng, only
producing minimal evidence of it at trial. The evidenceil@rbduce was
unavailing and did not raise a debatable issue of law tr fac
Here too Plaintiffs’ proofs regarding any aspect of tbepyright in the electron
renderings was minimal and rough at best, and failed to pkfcee the finder
fact adequate evidence of what exactly was the subjeatyotopyright in thog
renderings, even if the Court had jurisdiction to adjudiaaterights in what appsd
on the record to be unregistered copyrights.
For the foregoing reasons, the only copyright regdistna of record, and the o
ones regarding which Plaintiffs may be entitled to atef, are those for Desigi

Skin’s “dimensional artwork,” i.e., the label artedson its products. See Doc #71
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11.

This leaves Plaintiffs with a conundrum. Even if Ridiis rights to the exclusive U

of its electronic renderings of the label art are deetele included in thei

copyrights for the Designer Skin labels, this fact dowdt make Designer Ski
rights in the electronic renderings any stronger thamngtgs in the original labg
themselves. Yetthe Court determined, and Plaintike@weledged, that S&L ha
legal right to sell Designer Skin products with the iBesr Skin label on
including by use of depictions of that product and labelowdtbsites. As the Co
noted at trial, if S&L had simply photographed the proaduct used the photogra
of the product in connection with its advertisementt Wauld not be actionab
SeeExcerpted Oral Argument re Rule 50 Motion at 37.

Considering the foregoing, the Court finds that Plainfdfied at trial to enuncig
any logical basis on which the very same “label copysigthat S&L had a leg

right to photograph and use could be infringed by S&L by virtutheflatter’

copying of the electronic renderings depicting the samerggpgd label art, whe

on the record before the Court those electronic mamge are not themsely
protected by any independent copyright of Designer Skin.

Based on this reasoning, and Plaintiffs failure at toiglrove the subject matter
or even the existence of any identifiable copyrighb&irtwebsite, the Court as fa
finder determines that, notwithstanding the jury’s advisorglicg S&L engaged
no infringement of copyrights of Designer Skin, eithecause there was no pt
made at trial of independent copyright registrations ptioige® laintiffs’ electroni
renderings, or no competent proof of the actual contethiose copyrights.
Alternatively, the Court finds that any such copyrightRlaintiff's electroni

renderings that may have been proved by Plaintiffs by popderance of t
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evidence based on the images of such electronic rendertitiged during th

testimony of Mike Shawl! are not actionable by virtue lairRiffs’ failure, as se

forth above, to meet their separate burden of provinguhsdictional fact g

registration of the “website.”

51.

52.

53.

54.

Neither a jury nor an advisory jury may authorize theyaof injunctive relief. “Th
decision to grant or deny permanent injunctive redieii act of equitable discret
by the district court, reviewable on appeal for abuseisirétion.” eBay Inc.
MercExchange, L.L.C547 U.S. 388, 391 (2006).
Plaintiffs seeking an injunction, even upon a findingirdfingement, have t
burden of satisfying the traditional four-part test &rinjunction.See eBay541
U.S. at 391, citingVeinberger v. Romero-Barcelé56 U.S. 305, 311-313 (198
The mere fact of ownership of copyrights does notiema party to equitable rel
for infringement. “[T]he existence of a right to excludesloot dictate the remq
for a violation of that right.€Bay 547 U.S. at 396 (Kennedy, J., concurring),
by MGM Studios, Inc. v. Grokster, Lidb18 F. Supp. 2d 1197, 1215 (C.D.
2007).
To obtain an injunction, a plaintiff "must demonstrgt® that it has suffered
irreparable injury; (2) that remedies available at law, such as mondsangages, 3
inadequate to compensate for that injury; (3) that, consgléha balance

hardships between the plaintiff and defendant, a remeelyuity is warranted; a

1 Defendant S&L has not waived the “issue” of irreparablteniay failing to raise it at the time of its Rulg
motion, as Plaintiffs claimSeeDoc # 115 at 9. Without conceding any aspect of this argugmefact Defendant
motion was to dismiss the copyright claims entitbsed on the complete lack of damages evidence,” notyne
dismiss the damages claims) there is no issue of wailis stage. All the cases cited by Plaintiffs come&iver in
the context of post-trial motions. A post-trial nootis made 10 days after the entry of a final judgment.ReGiv
50(b). No final judgment has been entered in this cas¢heRadhe instant submissions constitute legal argt
concerning what final judgment, which as set forth absvefi to the Court’s sole discretion, should be.
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(4) that the public interest would not be disserved by ag@eent injunction.eBay

Inc., 547 U.S. at 388.

RA

24de

No presumption of irreparable harm, one of the fouofacset forth in the previous

paragraph, arises from a simple finding of liability wo@yright caseSee Hologi
Inc. v. SenoRx, Inc2008 U.S. Dist. LEXIS 36693, at *45 n.10 (N.D. Cal. Apr
2008), citingMGM Studios518 F. Supp. 2d at 1210-14.

“Irreparable harm cannot be established solely on ttiedfpast infringemer
Additionally, it must also be true that the mere likebd of future infringement b
Defendant does not by itself allow for an inferencerr@parable harm. As to
latter, future copyright infringement can always be reécetsg damages, whet
actual or statutorySeel?7 U.S.C. § 504. “To the extent that future infringems

relevant to the analysis, the onus is on Plairtiofisxplain why future infringemer

... would cause irreparable harm. It cannot be presumitsM Studios 518 F.

Supp. 2d at 1215.

Even assuming that Plaintiffs had overcome the hudbésiled above regardi
their infringement claim, Plaintiffs did not prove damageany form, which b
definition includes proof of the existence of a continuingparable harm.

As the Court ruled at trial, there was throughout tie & witting or unwittin
conflation between the alleged lifting of the electromage from Designe
website and pasting it on the S&L website. In factalllence relating to “damag
or “harm” has been directed at Plaintiffs’ merchandmx its copyrights.

Defendant elided the difference between the alleged gpyinfringement i

2 Twentieth Century Fox Film Corp. v. StreetdB8 F. Supp.2d 1065, 1072 (D. Ariz. 2006), holding
irreparable injury is presumed in the District CourAnZona, precedes both the Supreme Court’s rulie@ayand th
Central District of California’s decision iMGM Studios Similarly, Broadcast Music v. Blueberry Hill Far
Restaurants899 F. Supp. 474 (D. Nev. 1995) was also decided preBay
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connection with the image and the product distribution sgsaled in the procd

proved no damage or harm attributable to copyright infringénddirthe proffere

evidence, in terms of how much money Designer Skimtsje its produg¢

RA

24de

SS

)

—

development, its product image and its anti-diversion pirmgappeared above all to

be directed at seeking out product distributors such Defendart$iad nothing
do with the protection of any copyrights against infringenpentse

Nor were Designer Skin’s actions in any way consistghtwhat one would exp4
of a firm that owns valuable copyright assets amgicters their value, as oppose
other aspects of their business, to be threatened.
For these reasons, Plaintiffs have not met the remeineof proving the existencs

continuing, irreparable harm as is required before a @alliissue an injunction

to

pCt

dto

b Of

Regarding the requirement that a Plaintiff demonstratieonly equity can provigde

“‘compensation” for a harm beyond money damages, discus$icompensation,

whether at law or in equity, is a non-sequitur whbegé is no injury, as is the ¢
here.
For this reason, Plaintiffs have not met the requeneinthat a Plaintiff demonstr

that only equity can provide “compensation” for some haryoremoney damag

As to the balancing of hardships, Plaintiffs made no pybahy legally cognizable

hardship that they are suffering or have suffered asudt iif S&L’s action.

In fact, a far more logical inference from the evicers that, absent an injuncti
S&L would generate additional sales revenue for Rfeantonstituting benefit, n
harm.

This possible benefit to Designer Skin by S&L’s actigtieould in fact b

maximized because, according to Mike Shawl’s testimoeyelgctronic renderin

Ase

ate

eS.
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present the best possible graphic presentation of Figiptoducts, the purpose
which is to increase sales. This is true regardlegsofis using them, including
S&L is using them. Such use, therefore, cannot corestabntinuing harm, or g
harm at all.

In contrast, an injunction along the lines proposed by #ffgirwould impos
draconian restrictions on S&L’s ability to conduct itsibess, forbidding use of 3
images of Designer Skin’s products in frank contraverntiathis Court’s previot
rulings, which expressly permitted the sale by S&L o&iDeer Skin’s produd
bearing Designer Skin’s images (Excerpted Oral ArgumdRtle50 Motion at 3
37) and would make a sale of S&L'’s business well nigh isiptes

For these reasons the balance of hardships is in S&ius f

Plaintiffs’ real purpose in bringing its claims was to sthoivn Defendants’ lawf|
business selling Designer Skin products. Much to the chagridesigner Skip
however, S&L had a perfect right to sell Designen$koducts.SeeExcerpted Or

Argument re Rule 50 Motion at 37.

RA

24de

of

if

ny

[1°)

ny

In fact, Designer Skin’s chief executive officer adet, on cross examination, that

Designer Skin seeks to end discounted sales of theahanadise to willing buyet
Such an objective is not in the public interest.

Indeed, as a leading authority, and author of a majotigegan copyright la|

S.

W

recently wrote, “Copyright law has abandoned itsoedsr being: to encourage

learning and the creation of new works. Instead, its jpahdunctions now are
preserve existing failed business models, to suppress newebs models a
technologies, and to obtain, if possible, enormouslfaihprofits from activity thg
not only causes no harm, but which is beneficial to cgphyrowners.” Patr

William, “End of the blog,” Patry Copyright Blog (August 2008) (found 3

to

nd

1

-
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Plaintiffs’ Copyright Claims Fail Under the First Sale Doctrine
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http://williampatry.blogspot.com/2008/08/end-of-blog.htmlPlaintiffs have not

given this Court any reason why it should be part of thstrdetive process thatlis,

in fact, contrary to the purposes of the Copyright Act

Having failed to meet each of the four requirementsi@pf must satisfy in order

to merit the issuance of an injunction, the Cowmddithat no injunction shall issug i

this matter.

73.

74.

75.
ase 2:05-cv-03699-JAT  Document 122 Hiled 08/21/2008 Page 24 of 29

In its oral ruling on Defendants’ Rule 50 motion, theu@gaisedsua spontethe

possibility that the activities of S&L were privileged punsu# the First Salle
Doctrine, 17 U.S.C. 8§ 109, which provides that “[T]he owriex particular copy or

phonorecord lawfully made under this title . . . istéd, without the authority pf

the copyright owner, to sell or otherwise disposeheffiossession of that copy or

phonorecord.”

—

The analogous trademark First Sale Doctrine was arguedsaxtly by Defendar

in earlier motions, but Defendants did not raise theeisg Section 109 as a defgn

S

se

to Designer Skin’s copyright claims. This omiss®not dispositive, however. [A

court properly presented with an issue is not limited eéqprticular legal theories

advanced by the parties, but retains the independent powdentdy and apply the

proper construction of governing lawJnited States Nat'l Bank v. Independent

Agents of Am508 U.S. 439 (1993). Indeed the Court may, at any time bafale

judgment, revisit any legal issue in a case wherever &gmng “consonant with

ns.

equity.” John Simmons Co. v. Grier Bros. €258 U.S. 82, 91 (1922). We now

consider this ground as an alternative basis for dispo%f the copyright claims

herein.

Section 109(a) of the Copyright Act provides that “the emof a particular copy |..
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lawfully made under this title, or any person authoriagdguch owner, is entitle
without the authority of the copyright owner, to sallotherwise dispose of {
possession of that copy... .”

As the Court noted at trial, under the First Sale Do&tfonce a sale is made

holder of the copyright cannot hold downstream consuhadats for infringement.|.

" SeeExcerpted Oral Argument re Rule 50 Motion at 37.
“The whole point of the first sale doctrine is thate the copyright owner placd
copyrighted item in the stream of commerce by sellindpat,has exhausted
exclusive statutory right to control its distributioQuality King Distribs. v. L'Anz
Research Int'1523 U.S. 135, 152 (1998). The Doctrine “prevents the cop

owner from interfering with the disposition of partiautopies after the copyrig

RA

24de
xd,

he

the

sa
his

ra
yright

yht

owner parts with title to them. The doctrine allotws hew owner of a lawfully mgde

copy to sell or dispose of that copy without the caphtrowner's permissionZeni
Industrial USA, Inc. v. King HWA Industrial CdNo. 88-5760, 1990 U.S. Af
LEXIS 21358, *14 (9th Cir. Dec. 7, 1990).
It is undisputed that Defendant S&L lawfully obtained iDeer Skin’s products |
buying it from tanning salon§eeDoc#76 at 17-19.

Furthermore, it must again be recalled that S&L had a legfatl to sell Design
Skin products with the Designer Skin label on it, amat {S&L had the right

photograph Designer Skin’s products and use the photograple girdluct i

p.

Py

11}
—_

fo

=]

connection with its advertisemenieeExcerpted Oral Argument re Rule 50 Motion

at 37.
As set forth above, the only copyright registratientered into evidence were th
for Designer Skin’s “dimensional artwork,” i.e., tladel art, used on its produ

SeeDoc #76 at 11.

ose
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81. Here, because Defendant lawfully purchased DesignersSiroducts that beg
Designer Skin’s labels — the subject of those copyrigh®&L’s use of thog
copyrighted images is protected by the First Sale Doctrine

82.  No copyright registration for the electronic renderings entered into evidencd
trial. But even if Plaintiffs rights to the exclusiuse of its electronic renderingy
the label art is deemed to be included in its copyrifgitthe Designer Skin labe
this fact could not make Designer Skin’s rights in thectbnic renderings a
stronger than its rights in the original labels thewesl Therefore, S&L’s lawf
entitlement to utilize this material under the Fissile Doctrine also extends to
electronic renderings” because S&L lawfully obtainde right to utilize th
copyrighted matter when it purchased Designer Skin’s predBeel?7 U.S.C.
109.

83.  Further, given S&L'’s lawful obtainment of Designeiir8& products, Section 113
of the Copyright Act is further dispositive of the iss8ection 113(c) provides:

In the case of a work lawfully reproduced in usefutset that have been offered for sa

distribution, or display of pictures or photographsumfsarticles in connection with advertisem
or commentaries related to the distribution or displeguch articles, or in connection with ng
reports.

84.  Finding that the First Sales Doctrine and other provisadtize Copyright Act ser
as a complete bar to Plaintiffs’ claims -- a det@ation which may be applied un
the inherent powers of this Court -- this Court find tho copyright infringemer
occurred, notwithstanding the jury’s verdict to the caint

85.  Accordingly, no remedy, including injunctive relief is appriate.

Defendants are the Prevailing Parties Under the Copyright At

RA
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eor

other distribution to the public, copyright does not ude any right to prevent the making,

ents
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Section 505 of the Copyright Act provides that the coay award “the prevailin
party” reasonable attorneys’ fees as part of its c8&ts17 U.S.C. § 505.
Plaintiffs concede that they are not entitled toratgs’ fees in this case under
Copyright Act.SeeDoc # 115 at 11.

Plaintiffs are not entitled to other costs in thisecé®cause they are not

prevailing parties.

RA

24de

g

the

the

Discretion to award attorney fees and costs in agpyinfringement cases lies

squarely in the discretion of the CouB8ee Ory v. McDonaldl41 Fed. Appx. 58
584 (9th Cir. 2005). “Under the Copyright Act, the prevailingtyp# one wh

succeeds on a significant issue in the litigationdabhteves some of the benefitg

party sought in bringing suitSee Florentine Art Studio v. Vedet K. Co&91 R.

Supp. 532, 541 (C.D. Cal. 1995) (defendant deemed the “prevailing padyia
awarded attorneys’ fees despite having been found to infnmdigple copyright
and being assessed $400 in statutory damages) @tanger Brothers, Inc. v. D
Rim Trading, Inc.877 F.2d 1120, 1126 (2d Cir. 1989).

Fees and costs are proper under the Act when either sssfudgaosecution of
successful defense of the action furthers the purpost® d@opyright Act.Se
Fantasy, Inc. v. Fogerf@4 F.3d 553, 558 (9th Cir. 1996) ("[A] successful defer
a copyright infringement action may further the policéthe Copyright Act eve
bit as much as a successful prosecution of an infringectm by the holder of
copyright" quotingFogerty v. Fantasy, Inc510 U.S. 517, 527, (1994pee als
Eagle Services Corp. v. H20 Industrial Services, Inc., etNgd. 07-1997, 2008 U
App. LEXIS 14526, at **11-12 (7th Cir. July 9, 2008) (noting that esaral o
attorneys’ fees in connection with the successfidioss of a copyright claim is

limited to only those actions which thrust a copyrighteatk into the publi

1,
D

the

[72)
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domain). Accordingly, prevailing Defendants as well as pliegaPlaintiffs arg
eligible for such an award, and the standards for evatuathether an award
proper are the same regardless of which party pre@asPerfect 10, Inc. v. CC
LLC, 488 F.3d 1102, 1120 (9th Cir. 2007) citiRggerty, 510 U.S. at 534.

Courts have deemed a defendant as “prevailing,” wheretdesifiering an adver
entry of judgment, a defendant is nevertheless ablettstand the attacks of
overzealous plaintifiSee3 M. Nimmer & D. Nimmer, Copyright 8 14.10[B] (20
citing Warner Bros., Inc. v. Dae Rim Trading, In&77 F. Supp. 740, 7
(S.D.N.Y.),rev’d on other ground877 F.2d 1120, 1126 (2d Cir. 1989). Tk
rulings are to be distinguished from cases su¢tuas Grace, Inc. v. Furlon@00¢
U.S. Dist. LEXIS 88080 (D. Or. 2006), where the court grantests to plaintiff 3
the prevailing party who received only injunctive reliéh Pure Grace the cou
expressly held that the issuance of injunction in thae avas “significant” in that
afforded plaintiff a substantial portion of the reliesought.
By contrast, even under the most generous of assetssitienrecord in this c3
precludes a similar finding. Here, Defendants are theapimy parties under t
Copyright Act because they achieved substantially albbdmefits they could hal
hoped to achieve in defending this suteeFlorentine Art Studip891 F. Supp.
541. All of Plaintiffs’ claims for damages, actual orerthise were dismisse8e

Excerpted Oral Argument re Rule 50 Motion at 12, 34-37.

Furthermore, all claims against defendant Sagarin havedmrissedSeeDoc #98.

There can be no cavil that defendant Sagarin himsalf@evailing party” her

having defeated each and every claim brought against him bgrieeskin and

having prevailed on two of three counterclaims brought bydgainst Design

Skin.
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Furthermore, as set forth above the Court declinesitier @n injunction agair
Defendant S&L, which, in any case, has suffered nedth@tigment for damages

attorneys’ fees. Consequently, as a practical mimtee is no greater outcome

Plaintiffs could have achieved.

By contrast, Defendants lost on substantially alhefelaims it alleged through
the course of this litigation, as set forth above.

In light of Plaintiffs’ near complete defeat of allits claims, under no plausi

RA

24de

st

nor

that

but

hle

construction can it be viewed as “prevailing”; rather, Ibsights Defendant Sagarin

has “prevailed” on each of the claims brought against i this Court finds, up
consideration of the totality of the record and weighiggrevious dispositions
the merits, its rulings herein on the merits, ancethéence at trial and argument

counsel, that Defendant S&L is also a prevailing pastyedined by 17 U.S.C. 85

DATED this 2F' day of August, 2008,

Respectfully submitted,

By: /sl

Ronald D. ColemarP(o Sé

HOFFMAN POLLAND & FURMAN PLLC
220 E. 4% Street, Ste. 435

New York, New York 10017

(212) 338-0700
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